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APPENDIX 


UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


WALTER M. FREEMAN 

9th and Linden Streets 

Allentown, Pennsylvania, 
Plaintiff, 


v. Civil Action No. 1741-65 


EDWARD J. BRENNER 
Commissioner of Patents 


Washington, D.C. 20231 
Defendant. 


DOCKET ENTRIES 
July 19, 1965 — Deposit for cost by 
July 19, 1965 — Complaint Appearance 


July 19, 1965 — Summons copies (3) and copies (3) of 
served 


issued Deft. & U.S. Attorney served 7/20/65 — Atty. Gen. 
7/24/65 

August 13, 1965 — Answer of deft. to complaint; c/m 
pearance of C. W. Moore, filed. 


August 13, 1965 — Calendared (AC/N) (N) 


Complaint 


8/12/65; ap- 


January 27, 1966 — Stipulation setting trial date for May 17, 1966, 


Approved. (N) Jackson, J. 


November 7, 1966 -— Appearance of Milton A. Kallis « as co-counsel 


for pltff. (AC/N), filed. 


November 14, 1966 -- Motion of defendant to amend answer; 3 points 


and authorities; exhibit; c/m 11/8/ 66; MC 11/14/66. 


November 16, 1966 — Hearing begun; recess until November 17, 


1966. (Rep. G. Nevitt) Holtzoff, J. 
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November 17, 1966 —- Hearing resumed and concluded; finding for 
deft. vs. pltff. (Order to be presented) (Rep. G. Nevitt) Holtzoff, J. 

December 5, 1966 -- Order granting motion of defendant to amend 
answer; answer considered amended by addition of matter set forth in 
said motion. (N) Holtzoff, J. 

December 5, 1966 -- Findings of Fact & Conclusions of Law (N). 
Holtzoff, J. 

December 5, 1966 — Order dismissing complaint, with costs 
against plaintiff (N) Holtzoff, J. 

December 29, 1966 — Transcript of proceedings, Vol I pages 
1-106, dated November 16, 17, 1966, Court's copy (Rep. Gerald Nevitt). 
filed. 

February 2, 1967 — Notice of appeal of Plaintiff; deposit by Mise- 
gades $5.00 (copy mailed to Joseph Schimme]), filed. 

February 2, 1967 — Cost bond on appeal of pltff. in amount of 
$250.00 with Hartford Accident & Indemnity Co., approved; filed. 

February 15, 1967 — Exhibits (2) of deft. 

February 27, 1967 -- Designation of record on Appeal by plltff., 
filed. 

March 3, 1967 -- Exhibits 2 and 3 of pltff., filed. 


[Filed July 19, 1966] 
COMPLAINT FOR LETTERS PATENT 


To the Honorable the Judges of the United States District Court for the 
District of Columbia: 

WALTER M, FREEMAN, the Plaintiff herein, brings this Complaint 
for Letters Patent against Edward J. Brenner, Commissioner of Pat- 
ents, Defendant, and alleges that: 

1. The’ Plaintiff herein, Walter M. Freeman, is a resident of Allen- 
town, Pennsylvania, and the Defendant, Edward J. Brenner, is the United 
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States Commissioner of Patents, and is Officially a resident of Wash- 
ington, in the District of Columbia. 
_ 2. This complaint is filed in accordance with the provisions of the 
Patent Statutes of the United States, specifically Title 35, |United States 
Code, Section 145. 
3. On or about February 8, 1963, the said Walter M. Freemanduly 
made application in writing in the United States Patent Office for the 
grant of Letters Patent to him for Lenticular Bifocal Cataract Ophthal- 
mic Lenses, which application was given Serial No. 258,116. Said ap- 
plication for patent was a continuation of application Serial No. 672,735, 
filed July 18, 1957. | 

4. Said application for Letters Patent contains claims to which 
Plaintiff believes himself entitled, said claims being numbered 1 to 8, 
inclusive. | 

5. Thereafter, said application for Letters Patent was examined 
by the Examiner in charge thereof, who on November 15, 1963, finally 
rejected the above numbered claims. On May 14, 1964, an appeal was 
duly taken to the Board of Appeals of the United States Patent Office 
and, on May 18, 1965, said Board of Appeals rendered its decision, af- 
firming the rejection of the claims by the Examiner. | 

6. Plaintiff alleges that the decision of the Board of Appeals ad- 
judging the Plaintiff not entitled to Letters Patent for the Saat applica- 
tion was erroneous and contrary to law. 

7. Plaintiff further alleges that no appeal has been taken by him to 
the United States Court of Customs and Patents to issue said Letters 
Patent, and that the Complaint for Letters Patent herein is filed within 
sixty (60) days following the final decision of the Board of Appeals re- 
fusing to allow the above-numbered claims and issue Letters Patent on 
the said Lenticular Bifocal Cataract Ophthalmic Lenses. | 

8. Plaintiff makes profert of a certified copy of the aforesaid ap- 
plication for Letters Patent, Serial No. 258,116, and all proceedings 
and papers in the file thereof, together with certified copies of the pat- 

| 
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ents forming the basis for the aforesaid decision refusing to allow the 
claims and issue Letters Patent on said invention, said certified copies 
to be produced as and when this Honorable Court shall direct. 


WHEREFORE, Plaintiff respectfully prays as follows: 

For a decree that Plaintiff is entitled to receive Letters Patent 
for the application for Lenticular Bifocal Cataract Ophthalmic Lenses, 
described and claimed in the aforesaid application, Serial No. 258,116, 
and to authorize the Commissioner of Patents to issue Letters Patent 
in due form of law and as prescribed by the Statutes. 


WALTER M. FREEMAN 


By: George R. Douglas, Jr. 
OF COUNSEL: 


Keith Misegades 
Washington, D.C. 20005 


[Filed August 13, 1965] 


ANSWER TO COMPLAINT 


To the Honorable the Judges of the United States District Court for the 
District of Columbia 


1, 2, 3: The defendant admits the allegations of paragraphs 1, 2, 
and 3 of the complaint. 

4. The defendant admits that plaintiff's application for Letters Pat- 
ent, Serial No. 258,116, contains claims numbered 1 to 8, inclusive. 
Otherwise, however, the defendant denies the allegations of paragraph 
4 of the complaint. 

5. The defendant admits the allegations of paragraph 5 of the com- 
plaint. 

6. The defendant denies the allegations of paragraph 6 of the com- 
plaint. 
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7,8. The defendant admits the allegations of paragraph 7 and 8 
of the complaint. | 

FURTHER ANSWERING, the defendant asserts that the plaintiff is 
not entitled to a patent containing any of claims 1 through 8 of his ap- 
plication, Serial No. 258,116, involved in this civil action, for the rea- 
sons given and in view of the references cited in the Examiner's answer 
and the decision of the Board of Appeals in that application. Profert 


hereby is made of copies of the said answer, decision, and|references. 
| 
| 


Respectfully submitted, 


/s/ C.W. Moore 


Solicitor, United States; Patent Office 
Attorney for Defendant | 


[Certificate of Service, dated August 12, 1965] 


[Filed December 29, 1966] 


[99] OPINION OF THE COURT 


THE COURT: This is an action against the Commissidner of Pat- 
ents under 35 United States Code 145 to authorize the issuance of a pat- 
ent to the plaintiff on an application which the Commissioner had re- 
jected. | 

The application was filed on February 8th, 1963 and it is Serial 
Number 258,116. The invention consists of an improvement in lenses 
intended for use in eyeglasses for persons from whose eyes cataracts 
have been removed by an operation. One of the problems, according to 
the evidence, that arises in connection with persons in that) condition is 
that too often eyeglasses that are fitted for them do not permit of a suf- 
ficient side vision but allow only what is called in the art tunnel vision, 


that is, solely forward vision. | 
| 
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The plaintiff, who is an optician, testified that prior to his invention 
the curve on lenses for such eyeglasses was generally spherical. Hav- 
ing seen a parabolic curve used for apparatus of a different type, it oc- 
curred to him that lenses for cataract persons might be improved by 
using a parabolic curve instead of a spherical curve because a [100] 
parabolic curve would concededly give much broader vision on each side. 

The patent application covers the substitution of a parabolic curve 
for a spherical curve in a single piece lens intended for eyeglasses for 
persons whose cataracts have been removed. 

The evidence showed that lenses embodying plaintiff's invention 
have been in fact manufactured and are available commercially. 

It is not disputed that the plaintiff has made an advance in the art. 
His contribution appears to be praise-worthy and useful. It is not, how- 
ever, every advance, every improvement, and every new idea that isac- 
corded a patent monopoly under the patent law. In order to be worthy of 
a patent the improvement or the advance must be more than the product 
of mechanical skill of a person ordinarily skilled in the art in which he 
works. It must be the product of what has been called the inventive fac- 
ulty. 

Many years ago the Supreme Court in Atlantic Works v. Brady, 107 
U.S. 192, 200, made the following pointed statement: 

"It was never the object of those laws to grant a monopoly 
for every trifling device, every [101] shadow of a shade of an 
idea, which would naturally and spontaneously occur to any 
skilled mechanic or operator in the ordinary progress of manu- 
facture." 

The test presently applied is phrased in the statute, 35 United States 
Code 103, as follows: 

"Tf the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as 
a whole would have been obvious at the time the invention was 
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| 
made to a person having ordinary skill in the art to which said 
subject matter pertains" | 
a patent may not be obtained on the alleged invention. 

The Supreme Court has recently held that the two different ways of 
stating the test of patentability are equivalent and the same. 

So that the question in this case is whether the plaintiff's improve- 
ment was a product of mechanical skill or of the inventive faculty, or 
to put it in a different way, whether the difference between the prior art 
and the improvement devised by him is such that it would/have been ob- 
vious at the time that the invention was made to a person having ordi- 
nary skill in the art. | 

[102] This brings us to a consideration of the prior art. Counsel 
for the Patent Office relied in this Court principally on two prior pat- 
ents. The first was a patent to Courmettes, No..2,574,960, issued on 
November 13th, 1951. This patent disclosed a one-piece segment lens 
for cataract eyeglasses. The curvature shown in the Courmettes pat- 
ent, however, was of a spherical type and not parabolic. 

The second patent relied on by the Patent Office and its counsel is 
the patent to Tillyer, No. 1,356,670, issued on October 26, 1920. The 
Tillyer patent relates to optical lenses generally. It seems appropriate 
to analyze the disclosure contained in that patent. At the outsetit stated 
that the invention ''relates to ophthalmic lenses for the correction of er- 
rors of human vision and particularly to that type of lens which has been 
corrected for marginal aberrations of focus and astigmatism.” Later 
on it states that aberrations may be corrected by defor ming the sur- 
faces of the lens. Finally, it states: 


"A deformed curve is one which is nota regular spherical, 
cylindrical or toric curve, such as hitherto used 'in the manu- 
facture of ophthalmic lenses but which is a variable curve, 
such as elliptical, parabolic, etc." | 

[103] Thus the Tillyer patent discloses the possibility of using 
parabolic curves in the manufacture of optical lenses. | 
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In the light of the prior art the Patent Office tribunals held that it 
did not require invention but it was obvious to adapt the parabolic curve 
suggested in the Tillyer patent to a lens intended for cataract eyeglasses 
described in the Courmettes patent. This was one of the principal 
grounds for rejecting the patent. 

This brings the Court to a consideration of the scope of review. 
The subject has been discussed in recent cases decided by the Court of 
Appeals for this Circuit. In Zenith Radio Corp. v. Ladd, 114 App. D.C. 
54, 57, the Court stated that great weight should be placed on the find- 
ings of the Patent Office, at least in the absence of new evidence carry- 
ing thorough conviction that had not been considered by the Patent Of- 
fice. 

In Goodyear Tire and Rubber Co. v. Ladd, 121 App. D.C. 275, 276, 
it was said that: 

"The Patent Office's expertness in determining technical 
questions such as obviousness require affirmance of its judg- 
ments unless they have no rational basis." 

The latest decision on this point is Stieg v. [104] Commissioner of 
Patents, 353 F.2d 899, in which the Court of Appeals repeated that un- 
less new evidence is introduced that brings thorough conviction that the 
judgment of the Patent Office was invalid, the Court should accord the 
judgment of the Patent Office on the issue of obviousness a presumption 
of validity. 

In a highly technical or scientific field such as optics the views of 
experts on the question of obviousness of an advance are obviously very 
weighty. 

In this instance we have the views of impartial experts of the Pat- 
ent Office to the effect that the advance made by the plaintiff would have 
been obvious to a person reasonably skilled in the art. In other words, 
that it was the product of mechanical skill and not of the inventive fac- 
ulty. 
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The plaintiff did not introduce any new evidence that was not before 
the Patent Office. The plaintiff himself was the sole witness. He de- 
scribed how he happened to get the idea for his invention in the course 
of his work as an optician and observation of difficulties of, his custom- 
ers. This matter has already been referred to. Hedid express the opin- 
ion that his advance would not have been obvious to a person skilled in 
the art. Naturally, although the Court has [105] no doubt of his sincer- 
ity or probity, he has a partisan point of view and his opinion is not suf- 
ficient to overcome the highly skilled and expert opinions of the Patent 
Office, especially because officials of the Patent Office are neutral and 
impartial in such matters, as well as acquiring and developing a high 
degree of skill. 

Independently of these considerations the Court, even if the scope 
of review was much broader, would arrive at the same con¢lusion. Here 
we have a disclosure that suggests the use of parabolic curves for eye- 
glasses generally. It may well be that the plaintiff was not aware of the 
Tillyer patent, but that of course plays no part in the deter mination of 
the merits of the case. It would seem that a person reasonably skilled 
inthe art and working in the field would, as a progressive step forward, 
adapt a parabolic curve to the lenses involved in this case. It is an im- 
provement, but the kind of an improvement that is the product of mech- 
anical skill rather than of the inventive faculty. | 

The Court, therefore, perceives no reason for setting aside or dis- 
agreeing with the conclusion of the Patent Office that the Subject matter 
of the application is not patentable. 

[106] This makes it unnecessary to pass upon the defense of res 
judicata adduced by the Patent Office. This defense is predicated on the 
fact that the application involved in this case was a continuation of a pri- 
or application and that similar claims in the earlier application were 
rejected and no appeal was taken. | 

In the light of the considerations just discussed the Court will ren- 
der judgment for the defendant dismissing the complaint. | 
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Counsel may submit proposed findings of fact and conclusions of 
law. 
(The trial stood concluded.) 


[Filed November 14, 1966] 


MOTION TO AMEND ANSWER 


Defendant moves to amend his answer by adding thereto the follow- 
ing: 

“FURTHER ANSWERING, the defendant asserts that, in view of the 
affirmance by the Board of Appeals of the examiner's rejection of claims 
1, 2, 3, 4, 7, 12, 13, and 14 in plaintiff's parent application Serial No. 
672,735, filed July 18, 1957, plaintiff is not entitled to a patent contain- 
ing any of claims 1 through 8 of the instant application Serial No. 
258,116, filed February 8, 1963, since the latter claims do not set forth 
subject matter patentably different from the subject matter of the for- 
mer claims respectively and that therefore the claims before this Court 
are unpatentable on the ground of res judicata. Profert is hereby made 
of a certified copy of plaintiff's abandoned application Serial No. 
672,735." 

Oral hearing at the trial on November 16, 1966, is requested. 


Respectfully submitted, 


/s/ JOSEPH SCHIMMEL 


Solicitor, United States Patent Office 
Attorney for Defendant 


George C. Roeming 
Of Counsel 


[Certificate of Service, dated November 8, 1966. ] 


[Filed December 5, 1966] 


ORDER 


Defendant having brought a motion to amend his answer, and the 
court having considered the arguments of both parties with respect 
thereto, it is this day of , 1966, 


ORDERED thatthe defendant's motion to amend his answer be and 
is hereby granted and that said answer be considered amended by addi- 
tion of the matter set forth in the motion. | 


JUDGE 


[Filed December 5, 1966] 


FINDINGS OF FACT 


1. This is a civil action under 35 U.S.C. 145 in which plaintiff, 
Walter M. Freeman, as the applicant for patent in application Serial No. 
258,116, filed February 8, 1963, entitled "Lenticular Bifocal Cataract 
Ophthalmic Lenses," sought to have the court authorize the issuance to 
him of a patent containing claims 1 through 8 of said application. No 
claim has been allowed. The instant application is a continuation of 
plaintiff's application Serial No. 672,735, filed July 18, 1957. 

2. The following representative claims are self-explanatory as to 
the substance of plaintiff's application: | 

2. An integrally formed, one-piece, lenticular, bi- 
focal, aphakic, ophthalmic lens, of uniform refractive 
index, composed of hard plastic, the outer faces of the 
distant-vision and near-vision portions of which are 
each a paraboloidal surface, symmetrical about a) cen- 
tral vertical axis at right angles to the optical axis. 
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3. A bifocal, aphakic, ophthalmic lens, of uniform 
refractive index, composed of cast hard plastic, the 
outer face of the distant-vision portion of which is a 
paraboloidal surface, symmetrical about a central ver- 
tical axis at right angles to the optical axis. 


3. In the parent application the plaintiff's statement of objects of 
invention included the following: 
A principal object is to provide an improved, bifocal 
lenticular, cataract lens having a bifocal segment por- 
tion giving a wide-angle or panoramic effect to the field 
of vision, a feature so desirable for patients requiring 
cataract lenses. 


* * OK 


Another important object is to provide a bifocal, cat- 
aract lens which minimizes peripheral distortion. 


* KOK 


Yet another important object of my invention is the 
provision for wearers of cataract lenses of optical com- 
pensation for the varying distances of portions of the 
lenses from the center of the pupil of the eye. 


4. The examiner and the Board of Appeals found plaintiff's claims 
1 through 8 unpatentable over various prior patents and a publication in- 
cluding the Courmettes patent No. 2,574,960 and the Tillyer patent No. 
1,356,670. This court granted the motion of the Commissioner of Pat- 
ents to amend his answer to assert an additional ground of unpatentabil- 
ity, namely that of res judicata based on the decision of the Board of 
Appeals in plaintiff's original application Serial No. 672,735, filed July 
18, 1957, of which the instant application is a continuation. 


* Ok OK 


[Certificate of Service, dated November 21, 1966] 
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5. The Courmettes patent No. 2,574,960 discloses an integrally 
formed, one-piece plastic cataract bifocal segment lens. This patent 
does not disclose the use of parabolic or paraboloidal lens surfaces. 

6. The Tillyer patent No. 1,356,670 discloses an improved lens and 
two methods of making it. The improved lens includes correction for 
aberrations of focus which are not obtainable with unmodified spherical 
surfaces. In the first and here not relevant method of making the im- 
proved lens, Tillyer grinds the imperfectly corrected non-parabolic 
lens of the art prior to him and then grinds the lens minutely and local- 
ly until it is correct as to focus in all sections. In the second and here 
relevant method, Tillyer calculates such mathematical curves as will 
give the approximate desired results, namely correction of focus in all 
sections, and grinds the surfaces to these curves on grinding mechan- 
ism designed to trace these mathematical curves. Tillyer discloses 
the parabolic curve as a suitable curve for his second method. 

7. Plaintiff in his brief before the Board of Appeals in the instant 
application admitted the following: 

One-piece cast plastic lenses are already known 
in conventional bifocal types and also for cataract pa- 
tients in the monofocal type. 


8. Plaintiff's Exhibit 2 illustrates by photographs (1) the wide out- 
of-focus margins (marginal aberration) of the field of view inacataract 
bifocal lens having a spherical distant vision surface and (2) the im- 
proved focus in the marginal portions of the same field of view in alens 
different only in having a paraboloidal distant vision surface or its 
equivalent. 

9. It would be obvious to one skilled in the art to substitute, for the 


surface curvatures of the distant vision portion or of the near vision 
portion or of both portions of the Courmettes integrally formed one - 
piece plastic cataract bifocal segment lens, a parabolic or |paraboloidal 
surface as in Tillyer calculated as in Tillyer to produce correction for 
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or minimize! aberration of focus in any section of the Courmette lens 
portions. 

10. It would be obvious to one skilled in the art to substitute, for 
surface curvatures of the distant vision portion or of the near vision 
portion or of both portions of the Courmettes integrally formed one- 
piece plastic cataract bifocal segment lens, a parabolic or paraboloidal 
surface as in Tillyer calculated as in Tillyer to produce correction of 
errors of human vision. 

11. The! Tillyer patent No. 1,356,670 discloses spherical, toric, cy- 
lindrical, eilliptical, and parabolic curves for lens surfaces. It would be 
obvious to one skilled in the art in view of the Tillyer patent that for 
any mono-focal lense surface of the Courmettes plastic cataract bifocal 
segment lens a mono-focal surface based on a parabolic curve could be 
substituted. 

12. The subject matter of plaintiff's claims 1 through 8 would be 
obvious to one skilled in the art in view of the prior art. 

13. Plaintiff's evidence fails to establish that there is no rational 
basis for the Patent Office refusal of the instant claims 1 through 8 on 
the ground that their subject matter would be obvious to one skilled in 
the art in view of the prior art. 


CONCLUSIONS OF LAW 


1. Plaintiff's claims 1 through 8 are unpatentable because they 
fail to meet the standard of patentable invention of 35 U.S.C. 103. 

2. Plaintiff is not entitled to a patent containing any of claims 1 
through 8. 

3. In view of the foregoing findings of fact and conclusions of law, 
it is unnecessary to pass upon the defense of res judicata. 

4. The complaint should be dismissed. 


JUDGE 


[Filed December 5, 1966] 


JUDGMENT 


This action came on to be heard, and thereupon on BORER CRIES 
thereof, it is this day of , 1966, 


ADJUDGED that the complaint be and it is hereby dismissed, with 
costs against the plaintiff. 


JUDGE 


EXAMINER'S ANSWER 


This is an appeal from the final rejection of claims 1-8. No claim 
has been allowed. 
The copy of claims 1-6, 8 on pages 3-5 of the brief is correct. The 
copy of claim 7 omits the wording "being about 14 diopters at the cen- 
ter and 11 diopters at the side edges" at the end of said claim. 
The references of record relied on are: | 
1,356,670 10/20 Tillyer 
1,932,100 10/33 Culver et al. 
2,574,960 11/51 Courmettes | 
2,890,486 6/59 Crandon 
3,776 A.D. 1915 Gowlland 
(British) (1 sht. dwg.; 2 pp. spec.) 


Davis et al. "An Approach to the Problem of a Corrected 
Curve Achromatic Cataract Lens" American Journal of 
Optometry and Archives, Vol. 33, No. 12, Dec|. 1956, 
Pages 643-660. Copy available in Patent Office Scientific 
Library. 88-54 | 


The description of the invention on pages 1-3 of the brief is con- 
sidered adequate. However, the remarks regarding the procedure in 
which the paraboloidal surfaces are formed are not considered relev- 
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ant to the question of allowability of the claims since they are drawn 
to a finished product. 


BRIEF DESCRIPTION OF THE REFERENCES 


Tillyer discloses an ophthalmic lens in which both surfaces may 
be parabolic, line 34 of column 1 on page 2. The lens is stated as being 
corrected for marginal aberrations, lines 10-15 of page 1. In lines 90- 
95 of page 1 and in lines 12-18 of page 2 Tillyer states that the margin- 
al errors are important when strong powers are involved. These er- 
rors are corrected by using deformed surfaces such as eilliptical, par- 
abolic, etc. 

The Culver et al. patent discloses a cataract bifocal lens providing 
"a relatively large field of view as well as separate powers for dis- 
tance and near vision", lines 22-25, column 1, page 1. The distance 
and near vision portions B and C have the same refractive index and 
are carried by a support A. The difference in power between the two 
portions is provided by forming depressions b and c of different radii 
in the support A. The surfaces of the lens portions are considered to 
be spherical in form. 

Courmettes discloses a one-piece ophthalmic bifocal cataract seg- 
ment lens. As can be seen in Fig. 2 the rear surfaces 2 and 3 of the 
segment lens 1 are inclined with respect to one another to improve the 
line of vision through the near and distance parts. Courmettes states 
in lines 47-53 of column 1 "visual areas present a front substantially 
normal to their respective axes thereby avoiding distortion caused by 
obliquity of the line of sight relative to and through such strong convex 
corrective lens.’ The segment lens 1 is secured to a supporting lens 
11 of biplanar form (Fig. 3) and of no dioptric power. The segment lens 
1 may be made from a number of materials such as plastics as taught 
in line 25 of column 3. 

Crandon discloses a mold which can be used tocast plastic ophthal- 
mic lenses. In column 4, lines 39-49, Crandon teaches that lens ele- 
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ments having any desired properties can be formed with the mold by 
controlling the curvatures of the forming surfaces 17 and 23 of the mold 
halves. | 

Gowlland discloses a multi-focal eyeglass lens having a surface of 
parabolic curvature on one side and a surface of other form on the other 
side. In line 29 of page 1 Gowlland teaches that the parabolic curvature 
may be on the convex face of the lens. The multi-focal property is in- 
herent in the parabolic curvature on one face. This property is utilized 
in providing a "gradual change in the curvature of the lens/from the top 
to the bottom edges", lines 24 and 25 of page 1. In lines 15 and 16 of 
page 2 Gowlland states that the lens may be made such that the reading 
focus of the lens may be a short distance from its lower edge. 

The Davis et al article is concerned specifically with the design of 
an aspheric (nonspherical) cataract lens. Four different forms of cata- 
ract lenses are shown in Fig. 3, it being noted that lens C is an aspher- 
ic bifocal cataract lens. The lens C is captioned as a singlet and there- 
fore has a uniform refractive index. The first paragraph of page 646 
teaches that the use of an aspheric surface makes possible the '"blend- 
ing" of the border line on the lenticular lens. 


APPLICATION OF THE REFERENCES TO THE CLAIMS 


A. Claims 1-8 are considered to be unpatentable over either Cour- 
mettes or Culver et al, each taken in view of anyone of Tillyer, Gowl- 
land or the Davis et al. article. Most of the issues involved inthe claims 
on appeal have been resolved in the Board of Appeals Decision in the 
parent case Application Serial No. 672,735, filed July 18, 1957. In this 
connection it is pointed out that claims 1-8 in the present case corres- 
pond with claims 1-4, 7, 12, 13, and 14, respectively in the parent case 
except for minor differences which will be discussed below. 

Claims 1 and 2 differ from claims 1 and 2 of the parent case in the 
addition of the wording "integrally formed" to line 1. It is not seen that 


this limitation avoids the references because the cataract lenses of both 
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Courmettes or Culver et al. are integrally formed. The two parts 1 and 
11 of the Courmettes lens (Fig. 4) are obviously joined together and thus 
form an integral member. In any event the lens C shown in Fig. 3 of the 
Davis et al. article fits the description of ''an integrally formed, one- 
piece, lenticular, bifocal, aphakic, ophthalmic lens, of uniform refrac- 
tive index" as claimed. Further, there is no indication that the two parts 
1 and 11 of the Courmettes lens have different refractive indices. Ac- 
tually, as far as the issue in claims 1 and 2 of a plastic, integrally 
formed, one-piece lenticular bifocal aphakic, ophthalmic lens of uniform 
refractive index is concerned it is pointed out that Courmettes refers to 
the part 1 asa "one-piece segment lens". Thus, the lens segment 1 
shown in Figs. 1 and 2 of the Courmettes patent meets all of the limita- 
tions in claims 1 and 2 except for the paraboloidal curvature of the dis- 
tance and near vision portions. This latter mentioned limitation has al- 
ready been resolved as being obvious in view of the secondary references. 
Thus, it is considered that Res Judicata applies to the issue of parabo- 
loidal curvature in these claims. 

Claims 3-8 differ from claims 3, 4, 7, 12 13 and 14, respectively, 
of the parent case in that the term "cast" has been added to point out 
that the material from which the lens is formed composes cast hard 
plastic. It is'also noted that the term "one-piece" does not appear in the 
preamble of claims 3-8 and therefore is not an issue in these claims. 
On page 9 of the brief, last paragraph, applicant states that the addition- 
al limitation "cast" appears inclaims 3-8 on the strength of a statement 
made in the Board of Appeals Decision in the parent case. The particu- 
lar statement as quoted on page 9 of the brief reads as follows: 


"There is no proper reason to limit this term toa 
"cast" article since the claims do not use the term 
in quote." 


It is considered that the term "cast" is not sufficient to make the claims 
patentable for two reasons. First, this term involves the process used 
in forming the plastic material for making the lens. The claims are 
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directed to a finished lens. It is believed that this reasoning is consis- 
tent with the statement ''The difficulty with appellant's contention and 
argument is that the claims on appeal are directed to an article of man- 
ufacture and not to a method of making the same" on page 4 of the Board 
of Appeals Decision in the parent case. The finished lens can be de- 
fined without referring to the process in which the plastic material is 
formed. Actually, the wording "composed of cast hard plastic" does 
not require the paraboloidal surface to be formed while the plastic is 
being "cast". Second, the concept of "casting" plastic lenses is consid- 
ered to be an obvious expedient in the art. Applicant recognizes this 
fact on page 1 of the brief with the statement "one-piece cast plastic 
lenses are already known in conventional bifocal types and also for cat- 
aract patients in the monofocal type". It is considered that it would be 
obvious to cast plastic bifocal cataract lenses such as shown in Cour- 
mettes since the problem of designing a mold for such lenses would be 
the same as for ordinary bifocal lenses, i.e. the mold surfaces must be 


shaped to conform with the desired lens shape. | 


B. Claims 3-8 are considered to be unpatentable over either Culver 
et al. or Courmettes, each taken in view of anyone of Tillyer, Gowlland, 
or the Davis et al. article, when further taken in view of Crandon. The 
Crandon patent shows that it is conventional in the ophthalmic lens art 
to cast plastic lenses of any desired shape. Crandon teaches in lines 
39-49 of column 4, as noted above, that lenses are formed by control- 
ling the curvatures of the forming surfaces of the mold halves. Thus, 
it is considered that a cataract lens such as shown in the Courmettes 
patent could be cast in the manner suggested by Crandon merely by 
shaping the forming surfaces of the mold halves with depressions con- 
forming with the desired lenticular surface. Specifically it would be 
obvious to cast a lenticular cataract lens having parabolic! near and dis- 
tant vision portions by designing the mold with the desired parabolic 
curvature in view of the combination of references above. It is consid- 
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ered that all of the issues in these claims except for the "cast" limita- 
tion involves Res Judicata. 


RESPONSE TO THE ARGUMENTS IN THE BRIEF 


The references to a Rule 131 Affidavit on pages 9, 13 and 14 of the 
brief are not relevant to the issues on appeal since the petition to have 
the Affidavit considered was denied. 

The companion British patent 5583/15 mentioned on page 7 of the 
brief was not relied on by the Examiner and is not considered neces- 
sary to the issues on appeal. 

The quote fromthe Davis et al article on page 8 of the brief does 
not present the full picture of the aspheric cataract lens being dis- 
cussed. In this connection the article teaches in the first paragraph of 
page 647 that "To all intents and purposes such a lens may be consid- 
ered well corrected." 

The argument on page 10 of the brief that product by process lim- 
itations are proper if the limitations of the English language otherwise 
prevent applicant from claiming his product is not persuasive because 
in the instant !case the English language will permit the lens tobe clear- 
ly defined by article limitations. 

Applicant argues on page 13 that it would be impossible to grind a 
concave mold'to correspond with the convex surfaces of the Courmettes 
lens. This argument is not persuasive because lens makers have long 
known how to grind spherical and parabolic surfaces. The Tillyer pat- 
ent, page 2, lines 19-29, teaches that lens surfaces having mathemati- 
cal curves can be ground on grinding mechanisms designed to trace 
such mathematical curves. Further, this argument is inconsistent with 
the teaching in the present specification, page 3, last few lines, that a 
master mold can be ground in reverse fashion so as to form the de- 
sired surface'shape. Thus, the Crandon patent is specific to the issue 
of casting a desired lens by controlling the shape of the mold. 
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The argument on page 14 of the brief that there is no suggestion in 
the references of how they can be combined has been noted, The cri- 
teria as to whether the combination is proper depends on whether it 
would be obvious for one skilled in the art to combine the teachings in 
the references to make the claimed lens with or without such a sugges- 
tion. In the instant case it is considered that no suggestion is neces- 
sary because one working in the ophthalmic lens art could readily form 
parabolic surfaces on the Courmettes cataract lens (by casting if de- 
sired) since only common expedients in the art which give the expected 
results would be involved. | 

For reasons above the final rejection of claim 1-8 is considered 


proper and should be affirmed. 


Respectfully submitted, 


JKCorbin/ich Examiner 


Conferees: 

F. M. Strader: Keith Misegades 

D. H. Rubin: 804-807 Washington Bldg. 
Washington, D.C. 2000 


DECISION OF BOARD 


This appeal is from the final rejection of claims 1 to , inclusive, 
which are the only claims remaining in this case. 
The following references are relied on in the en Answer: 


Tillyer 1,356,670 Oct. 26, 1920 | 
Culver et al. 1,932,100 Oct. 24, 1933 | 
Courmettes 2,574,960 Nov. 13, 1951 
Crandon 2,890,486 June 16, 1959 | 


Gowlland 3,776 A.D. 1915 
(British) 
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Davis et al., "An Approach to the Problem of a 
Corrected Curve Archromatic Cataract Lens", 


American Journal of Optometry and Archives, 
Vol. 33, No. 12, Dec., 1956, pages 643-660. 

Claims 1'to 8, inclusive, are finally rejected as unpatentable over 
each of the patents to Courmettes and Culver et al., taken in view of 
Tillyer, Gowlland or the article by Davis et al., with a further reliance 
on Crandon as to claims 3 to 8, inclusive. 

Claims 1’ to 8, inclusive, correspond repsectively to claims 1, 2, 3, 
4, 7, 12, 13 and 14 in the parent application, Serial No. 672,735, with the 
following changes: the words "integrally formed" have been added to 
claims 1 and 2 and the words "composed of cast" have been substituted 
for "one-piece" in the remaining claims. 

In the parent application we held (in Appeal No. 425-21) it was ob- 
vious to modify the outer faces of the distant-vision and the near-vision 
portions of the lenses in Courmettes or Culver et al., in view of the 
teachings of the same secondary references relied on in the rejection of 
the claims ati'bar. We also held that the term "one-piece", appearing in 
each of the claims, given its broadest meaning is merely descriptive of 
an integral member (emphasis herein added), and that said term has full 
response in a structure that in its manufacture is made from two or 
more pieces fused together. In the case of Henderson v. Grable, 52 
CCPA __, 339 Fed. (2d) 465, 144 USPQ 91, 812 O.G. 966, the Court of 
Customs and' Patent Appeals held the term "integral" given the broadest 
construction the language will reasonably bear without resort tothe spec- 
ification from which it originated included a construction of a collar 
tightly screwed onto an outer pipe. Reference is also made to the re- 
cent holding in the case of Inre Larsonetal.,52CCPA ____, 340 Fed. 
(2d) 965, 144; USPQ 347,814 O.G. 7, decided February 4, 1965, with re- 
spect to the coverage or meaning of the term "intengral". It is appar- 
ent from the above that claims 1 and 2 in this application present the 
same issue as was presented by claims 1 and 2 of the parent applica- 
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tion. We have carefully considered all of the arguments presented by 
the appellant in his brief, reply brief, and at the oral hearing, but find 
the claimed subject matter in claims 1 and 2 to be obvious| for the rea- 
sons fully given in our decision in the parent application, to which ref- 
erence is made since no useful purpose would be served in repeating the 
same herein. We also subscribe to the Examiner's further reliance on 
the element 1 shown in Figs. 1 and 2 of Courmettes in the rejection of 
these claims. The rejection of claims 1 and 2 is sustained. 

As was noted above, claims 3 to 8, inclusive, distinguish from 
claims 3, 4, 7, 12, 13 and 14, respectively, in the parent application by 
the substitution of the words "composed of cast" for the term "one- 
piece". It was stated in the case of In re Bertsch, 30 CCPA 813, 551 
O.G. 372, 132 Fed.(2d) 1014, 56 USPQ 379, that the words "composed of" 
may under certain circumstances be given, in patent law, a broader 
meaning than "consisting of". In the claims under consideration we will 
interpret the words "composed of" in the restrictive sense of ''consist- 
ing of'', which is most favorable to the appellant. | 

The Examiner takes the position that the term "cast" is not suffi- 
cient to make these claims patentable (meaning rendering them unobvi- 
ous) for three reasons. First, that the said term involves the process 
used in forming the plastic material to make the lens, and he refers to 
a certain statement made in our said decision in the parent application 
in support thereof. We do not subscribe to this reason because the 


| 
term "cast" is definitive of both structure and process, similar to such 


terms as forged, spun, etc. The statement in our decision, relied on by 
the Examiner, namely ''The difficulty with appellant's contention and ar- 
gument is that the claims on appeal are directed to an article of manu- 
facture and not to a method of making the same" was, as is clear, in an- 
swer to certain contentions and arguments made with respect to the act, 
and has no bearing on the propriety of the use of the term "cast" asa 
description of structure. | 
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The Examiner's second reason is that the concept of 'tcasting" plas- 
tic lenses is an obvious expedient in the art, and he notes a recognition 
of the same by the appellant on page 1 of the brief (second sentence in 
the first paragraph under the heading "Subject Matter"). His third rea- 
son is that "cast" plastic lenses are old in the art, as evidenced by the 
Crandon patent, at lines 39 to 49 in col. 4, and that it would be obvious 
to make the cataract lens 1 of Courmettes, as modified by the teachings 
of Tillyer, Gowlland or the Davis et al. article, a "cast" lens. This 
third reason is set forth as a separate ground of rejection of claims 3 
through 8. The second and third reasons should, in our opinion be con- 
sidered as one since Crandon is in support of the Examiner's judicial 
notice of the obviousness of a cast lens and of appellant's admission. 

We have considered all of the arguments presented in the brief and 
at the oral hearing but are not persuaded thereby that claims 3 through 
8 are unobvious for the reasons given in our said prior decision as to 
the obviousness of modifying the lenses of either of the two primary ref- 
erences, Courmettes being preferred by us, and for the second and third 
reasons (which may be considered as one) given by the Examiner and 
noted above. The dioptic relationships set forth in claims 5, 6, 7, and 8 
have not beenargued by the appellant for the patentability of these claims 
and are, therefore, assumed to be conventional and obvious. Also, this 
aspect was considered and decided in the last full paragraph on page 4 
of our said decision in the parent application. Accordingly, we sustain 
the rejection of these claims. 

Reproduced on page 9 of the brief are two paragraphs from our de- 
cision in the’ parent application. The last sentence in the second para- 
graph is as follows: ‘There is no proper reason to limit this term (re- 
fers to the term ‘one piece’) to a 'cast' article since the claims do not 
use the term in quote.'"' Appellant then states: 


"On the strength of the observation in the last 
sentence quoted immediately above, the present ap- 
plication was filed wherein the additional limitation 
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integrally formed appears in Claims 1 and 2, and the 
additional limitation cast appears in Claims 3 to 8. Wu 
The said last sentence in the reproduced paragraphs from our decision 
was in answer to arguments advanced in the parent application. There 
is no intimation or suggestion in that sentence of our position with re- 
spect to the obviousness of the claims in the event they were amended 
to describe the lens in each claim as a "cast" lens. 
We have not considered the affidavit under Rule 131 metered to in 
the brief because that affidavit was not entered by the Examiner and was 
not, therefore, before us. Nor have we considered the British patent 
No. 5583/15, listed on page 5 of the brief and discussed on|page 7 of the 
brief, because that patent was not relied on by the Examiner. Also, said 
British patent is not necessary for an understanding of that part of the 
Crandon disclosure that was relied on in the rejection of claims 3 
through 8. 
The decision of the Examiner is affirmed. 
AFFIRMED 


Keith Misegades 
Washington, D.C. 20005 


PLAINTIFFS SPECIFICATION 
LENTICULAR BIFOCAL CATARACT OPHTHALMIC LENSES 


St eel 


My invention relates to improvements in a bifocal lens, and more 
particularly to a lenticular cataract or aphakic lens. | 

A principal object is to provide an improved, bifocal lenticular, 
cataract lens having a bifocal segment portion giving a wide-angle or 
panoramic effect to the field of vision, a feature so OLS for pa- 
tients requiring cataract lenses. 

Another object of my invention is to provide a bifocal, cataract lens 
which is light in weight and thus can be worn with greater comfort. 
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Another important object of the invention is the provision of a min- 
imum "spectrum" of basic lens forms to fit a wide range of cataract 
lens prescription requirements. 

Yet another important object of my invention is the provision for 
wearers of cataract lenses of optical compensation for the varying dis- 
tances of portions of the lenses from the center of the pupil of the eye. 

Another object of my invention is for the provision of lenses of the 
type of my discovery on a mass-producible basis. 

Other objects and advantages of my invention will become apparent 
from the following description taken in conjunction with the accompany- 
ing drawings. 

In the past, it has been feasible to grind bifocal cataract lenses 
principally with spherical corrections, although an aspherical correc- 
tion in the form of a cylindrical surface usually is incorporated in the 
lens. Spherical corrections are subject to the optical handicap of spher - 
ical aberration, and the aspherical cylindrical surface has disadvanta- 
gous unidirectional features in this connection. 

It is the custom in the ophthalmic industry to shape the surfaces of 
glass lenses by grinding, since it is not practicable to produce glass 
lens blanks by molding, and in the multitude of surface shapes neces- 
sary to conform to the manifold combinations of prescriptions. In the 
grinding of the glass lens, it is subjected to automatic operations hav- 
ing a mechanical motion to impart a spherical; or in the case of a cy- 
lindrical correction, an aspherical curvature to the lens. It is not feas- 
ible to produce uniformly, by grinding, glass lenses of a parabolic or 
hyperbolic, aspherical shape due to the irregular variation of curvature 
inherent in such surfaces. 

The wearer of a cataract lens desires a bifocal correction which 
will provide a comfortable correction for reading and near work, and 
also a distance correction which will give him clear vision to the periph- 
ery of the lens, so that sharp vision is afforded in all directions. Such 
a distance correction is not afforded by the long-standing spherical or 
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cylindrical corrections applied to the lens. By my discovery, consid- 
erable improvement in all-round visual acuity is made possible for 
wearers of cataract ophthalmic lenses. 

I have discovered that a lens having a surface in the shape of a pa- 
raboloid of revolution, and thus affording such desirable optical advan- 
tages as wide-angle vision and freedom from spherical aberration, may 
be produced by the molding of a plastic lens to sucha shape. The plas- 
tic material of such a lens is preferable as abrasion- resistant, and is 
known as a hard plastic. By a hard plastic, I mean more precisely a 
plastic which has a hardness as expressed on the conventional M-scale, 
in the range of 95 to 120, and above. An example of such an optically 
clear hard plastic is an allyl diglycol carbonate plastic, known as "CR- 
39", a thermosetting type compound. Other examples selected areacast 
polyester material known as sierracin; anda polymethyl chloro acrylate 
compound sold under the trademark Gafite. Still other hard plasticsare 


suitable for use. 


Although the paraboloidal surface is most useful for the distant- 
portion vision of the lens, it isalsouseful when incorporated in the near - 
vision portion. As a specific example of the paraboloid surface as ap- 
plied to the distant-vision portion of the lens, I refer to the center of 
the portion as having a plus 16 dioptral value, ranging in paraboloidal 
fashion to plus 13 diopters at the outer edge. The near-vision portion 
may be shaped in a paraboloid surface, with, for ae 2 plus 3diop- 
tral value at the center. 

The mass-producible ophthalmic lens of my discovery may be pro- 
duced by the use of a master mold, which may be composed of glass, 
carefully ground in reverse fashion, so as to form the desired parabo- 
loidal-shaped surface, and similarly for the near-vision portion if de- 
sired. The hard plastic composition is placed in the mold, allowed to 
set and conform to the mold shape for the front surface of the lens, and 
then the parabolic lens so produced is later finished at the near or back 
surface with the usual spherical or cylindrical shape by grinding. 


Referring to the drawings, 
Fig. 1 is a cross-section view of a bifocal cataract lens of the in- 


vention. 

Fig. 2 is a front or plan view of Fig. 1. 

The paraboloid-of-revolution shape is imparted to the outer sur- 
face of the lens by means of a previously fabricated mold, accurately 
prepared. The back-side of the lens need not have any particular shape 
imparted to it, as it will subsequently be ground to the desired spheri- 
cal or cylindrical shape, in accordance with the prescription. 

Although the illustration is not precisely to scale, it is intended to 
show a lens, in which the distant-vision portion is shaped in a parabolic 
curve which varies from about plus 16 diopters at the center, to about 
plus 13 diopters at the outer edge, thus affording variable visual com- 
pensation. As few as two other sets of parabolic surfaces, such as plus 
14 diopters at the center, and plus 11 diopters at the edges; and plus 12 
diopters at the center with plus 9 diopters at the dges, complete a use- 
ful range of sizes, satisfying the requirements of a majority of cataract 
patients. The near-vision portions of the outer surface of the lens may 
have a curvature in the dioptral range of from 1 to 3, although usually 
it ranges from 2.5 to 3.0 diopters. The inner surface is left unfinished, 
ready for the individual prescription grinding. In this manner a "spec- 
trum" of sizes are afforded by means of a few key surfaces. 

Again referring to the drawings, in which similar reference char- 
acters denote corresponding parts throughout; 

The distant-vision portion of the lens, designated as 1, is the para- 
boloidal surface ranging, for example, from plus 16 diopters at the cen- 
ter to about plus 13 diopters at the outer edges of said portion. 

The near-vision portion of the lens, designated as 2, may also be 
produced in a'paraboloidal surface, at the required dioptral values. 

Surface 3, best shown in Fig. 2, is the base or "surround" of the 
lens, finished in the customary manner, usually at plus 6 diopters. This 


JA 29 


surface finish affords a less abrupt transition from the prescription 
portion, and is usually provided in aphakic lenses. | 
Surface 4, shown in Figure 1, is the back surface of the lens fin- 
ished in the usual way, as for example in the range of 1 to 3 diopters. 
This application is a continuation of my abandoned application, ser- 
ial No. 672,735, filed July 18, 1957; under 35 USC 120. I claim the ben- 


efit of the filing date of said application. 


CLAIMS ON APPEAL 


1. An integrally formed, one-piece, lenticular, bifocal, aphakic, 
ophthalmic lens, of uniform refractive index, composed of| hard plastic, 
the outer face of the distant-vision portion of which is a paraboloidal 
surface, symmetrical about a central vertical axis at right angles to the 
optical axis. 

2. An integrally formed, one-piece, lenticular, bifocal, aphakic, 
ohthalmic lens, of uniform refractive index, composed of hard plastic, 
the outer faces of the distant-vision and near-vision portions of which 
are each a paraboloidal surface, symmetrical about a central vertical 
axis at right angles to the optical axis. 

3. A bifocal, aphakic, ophthalmic lens, of uniform refractive index, 
composed of cast hard plastic, the outer face of the distant-vision por- 
tion of whichis a paraboloidal surface, symmetrical about a central ver- 
tical axis at right angles to the optical axis. 

4. A lenticular, bifocal, aphakic, ophthalmic lens, of ttre re- 
fractive index, composed of cast hard plastic, the outer face of the dis- 
tant-vision portion of which is a paraboloidal surface, symmetrical about 
a central vertical axis at right angles to the optical axis, the inner sur- 
face of which is unfinished ready for prescription grinding. 

5. A lenticular, bifocal, aphakic, ophthalmic lens of aniform re- 
fractive index, composed of hard plastic, the outer face of the distant- 
vision portion of which is a paraboloidal surface symmetrical about a 
central vertical axis at right angles to the optical axis, said surface be- 
ing 2 to 3 diopters greater in the center than at the side edges. 

6. A lenticular, bifocal, aphakic, ophthalmic lens of uniform re- 
fractive index, composed of cast hard plastic, the outer face of the dis- 
tant-vision portion of which is a paraboloidal surface symmetrical about 
a central vertical axis at right angles to the optical axis, said surface 


| 
being about 16 diopters at the center and 13 diopters at the Side edges. 
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7. A lenticular, bifocal, aphakic, ophthalmic lens of uniform re- 
fractive index, composed of cast hard plastic, the outer face of the dis- 
tant-vision portion of which is a paraboloidal surface symmetrical about 
a central vertical axis at right angles to the optical axis, said surface 
being about 14 diopters at the center and 11 diopters at the side edges. 

8. A lenticular, bifocal, aphakic, ophthalmic lens of uniform re- 
fractive index, composed of cast hard plastic, the outer face of the dis- 
tant-vision portion of which is a paraboloidal surface symmetrical 
about a central vertical axis at right angles to the optical axis, said 
surface being about 12 diopters at the center and 9 diopters at the side 
edges. 


EXCERPTS FROM PROCEEDINGS 
[ Washington, D.C.; Nov. 16,17, 1966] 


The above caused came on for trial before THE HONORABLE 
ALEXANDER HOLTZOFF, United States District Judge. 


Appearances: 


For the Plaintiff: 
KEITH MISEGADES, ESQ., 
MILTON A. KALLIS, ESQ. 


For the Defendant: 
GEORGE C, ROEMING, ESQ. 


[3] THE DEPUTY CLERK: Freeman vs. Brenner. 

THE COURT: You may proceed, gentlemen. 

MR. KALLIS: If the Court please, Iam co-counsel in this case for 
the plaintiff and I would like to introduce at this time Mr. Keith Mise- 
gades, who will conduct most of the examination and proceedings for 
the plaintiff. Mr. Misegades is admitted to the bar of all of the courts 
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of Tennessee, the United States District Court for the District of Co- 
lumbia, and the United States Supreme Court. 

THE COURT: He is a member of this bar? 

MR. KALLIS: Not of this bar, and for that reason Iv would like to 
move his admission pro hac vice for the purposes of this case. 

THE COURT: Mr. Misegades, it gives the Court great pleasure to 
admit you pro hac vice. Where does Mr. Misegades practice? 

MR. KALLIS: He is a resident of Bethesda, Maryland, and he is 
engaged in the patent practice here in the District of Columbia. 

THE COURT: But he is not a member of this bar? 

MR. KALLIS: Not a member of this bar. 

THE COURT: Isee. But his office is in the District [4] of Co- 
lumbia ? | 

MR. KALLIS: Yes. | 

THE COURT: Isee. You may proceed. 


PLAINTIFF'S OPENING STATEMENT 


MR. MISEGADES: This is a quasi-appeal from the Patent Office, 
trial de novo, and the subject matter is a lens for cataract patients. I 
have here one of the lenses that is being commercially made. Iamnot 
Suggesting that it be used in evidence, but I thought a three dimensional 
example of what the subject matter was would be more fun for you to 
handle than merely looking at a drawing. | 

THE COURT: I think you are quite right. 

MR. MISEGADES: I believe you have a copy of the application be- 
fore you. | 

THE COURT: Yes. 


MR. MISEGADES: I could not quite guess how familiar Your Honor 
might be with the problems of cataract patients, so I propose to — 

THE COURT: You have a right to assume that I am not familiar at 
all. Fortunately, I don't have to be familiar. | 

MR. MISEGADES: My suggestion is that you interrupt me at any 
time during this statement. 
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[5] THE COURT: I don't hesitate to interrupt counsel. Youneedn't 
grant that permission, I do it anyway. 

MR. MISEGADES: If I go too fast for you, stop me. 

THE COURT: I will stop you, don't worry about that. 

MR. MISEGADES: And if it is obvious, stop me too. In the normal 
human eye there is a lens which will take care of the individual who 
does not need glasses and this lens is somewhat flexible and the mus- 
cles, particularly in the case of a younger individual, are capable of 
changing the shape of this lens in order to facilitate the individual fo- 
cusing his eye on either a near or a far object. 

Some people have deficient eyesight and so we supplement the hu- 
man eye with spectacles. If a person has cataracts, which amounts to 
the situation of the lens of the eye becoming opaque, those can be re- 
moved surgically and then the eye has no lens and it then becomes nec- 
essary for the patient to have all of his lens function provided by spec- 
tacles. The effect of this is that the cataract patient is normally ex- 
tremely short-sighted, and to correct this in the practice prior to Mr. 
Freeman's invention it was necessary to use a lens that was very thick 
and heavily curved, and the effect of this was that his vision was lim- 
ited to looking straight forward. As this was true, he could [6] not see 
without turning his eyes and usually his head, as well, to see from one 
side to the other. This condition is called tunnel or gun barrel vision 
because the individual literally sees almost what he would see through 
a tunnel. 

Mr. Freeman's invention is calculated to enable the individual who 
has cataract lenses to see a wider vision and this is the significant ad- 
vance that he has contributed. The manner in which this is carried out 
will be brought out in the testimony, but essentially this sets forth the 
broad vision of what the idea constitutes. 

The Patent Office has brought a motion to add another defense and 
I had wondered whether you wanted to hear the Patent Office on that 
subject before — 
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THE COURT: I will entertain that motion before we start the trial, 
but so long as you are making your opening statement, I suggest you 
complete it. | 

MR. MISEGADES: Well, I have in substance given you = back- 
ground of the invention. 

THE COURT: But you haven't told me the main thing, you haven't 
told me what the invention consists of. You have told me the object of 
the invention. 

In other words, I always want to know what is the inventive step or 
the carrying element of the invention. 

[7] MR. MISEGADES: I can explain that in this manner. The con- 
ventional type of grinding that is employed on lenses commonly resorts 
to what is known as a spherical form of grinding. That is to say, the 
surface of the lens constitutes a minute fraction of the surface of a 
sphere. If the eye requires only a small amount of correction, then the 
sphere is relatively very large in diameter, approximating flatness. 

THE COURT: Are you referring to cataract lenses or all lenses ? 

MR. MISEGADES: Any lens. 

THE COURT: Any lens? 

MR. MISEGADES: That is true. That is to say, if the eye requires 
very little correction, you have this very slightly curved section. The 
sphere which is used for a minimum amount of correction is appr oxi- 
mately two yards in diameter. This is what we would refer to as one 
diopter, which is the standard of measurement in the optical industry. 

THE COURT: In other words, one diopter is a sphere = 

MR. MISEGADES: Is the equivalent of the curve of a sphere which 
is two meters in diameter. | 

THE COURT: I see. | 

MR. MISEGADES: If you move to two diopters, the sphere is re- 
duced to half the size, namely, one meter. And [8] the diopters pro- 
gress on a geometric basis of reducing the size of the sphere. 
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In the case of a cataract patient the correction will be of the order 
of 16 diopters, which will take you down to a very small sphere, with a 
rather acute curve. Now it is characteristic of all of the spherical sur- 
faces, of course, that the sphere forms a complete circle. 

Mr. Freeman's contribution consisted in using a parabolic curve — 

THE COURT: You mean instead of spherical? 

MR. MISEGADES: In contradistinction to a spherical curve. The 
parabola is the course traveled, for example, by the comet approach- 
ing the sun and returning away from it, and the characteristic of the 
parabola is that it is not a closed but an open curve, the ends of itnever 
meet, just as the comet comes from outer space and returns to it. 

The effect of the parabolic curve is to somewhat flatten out the 
edges of the lens. As you look at that example before you, you can 
scarcely tell the difference whether that is a portion of the surface of 
the sphere or not because you are dealing with only a very small area. 

THE COURT: It would take a technician to do that. 

MR. MISEGADES: Yes. Perhaps you can tell it in [9] some sec- 
ondary way, but a casual inspection would lead you to believe that it 
isn't a bit different. Now in a few words that is precisely — 

THE COURT: How does the use of the parabolic curve in contra- 
distinction to a spherical curve achieve the result that you speak of ? 

MR. MISEGADES: By the fact that the centraldepth of the curve is 
greater than at the side. The eye as it sees forward sees in a magni- 
fied relationship just what is ideal, but as the eye travels to the side 
there is a greater distance that intervenes between the front of the eye 
itself and the back of the spectacle lens. 

By flattening the curve out a little bit the individual is able to see 
over a broader arc in front of him than would be true if he used a lens 
ground on the spherical principle. 

THE COURT: Very well. 
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[11] THE COURT: Have you got the usual eee that you sub- 

mit in these cases? 
MR. ROEMING: Yes. 
THE COURT: May Ihave it? Thank you very much. 
[12] MR. ROEMING: May I submit that as Defendant's Exhibit 1. 
THE COURT: Yes. 
(Patent Office Folder marked Defendant's Exhibit No. 1 and 
received in evidence.) 


* * * 


[19] DEFENDANT'S OPENING STATEMENT 


MR. ROEMING: In view of the granting of the motion to amem, I 
will merely then state that this is, as far as the prior art is concerned, 
a conventional case presenting to the Court the question whether or not 
the Patent Office clearly erred in holding the claims before the Court 
unpatentable over the prior art for obviousness to one skilled in the art. 


As to the matter of res judicata, the claims differ in very small 
matters, and we will in the closing argument demonstrate that actually 
by all the authorities this is a clear case of res judicata. | 

THE COURT: I would rather decide the case on the merits rather 
than res judicata so long as the entire case is before me.) | I don't mean 
to belittle the defense of res judicata, but I would et to go to the 
merits also. 

MR. ROEMING: That is the only opening statement I will make at 
this time. 

THE COURT: But what is your opening statement on ic the 
merits ? 

MR. ROEMING: The position of the Patent Office is this: First of 
all, in his brief before the Board of Appeals in this case the plaintiff 
has admitted that it is old in the art. We don't have to resort to refer- 
ences. There is the admission that it is old to make plastic bifocal 
lenses with conventional spherical curvature. This was old before his 


JA 40 


invention. The only difference, then, over the admission itself is the 
use of the paraboloidal surface. 

THE COURT: I understood from Mr. Misegades that was the crux 
of the invention, the substitution of a parabolic curve for a spherical 
curve. 

MR. ROEMING: We have references before the Court, and were be- 
fore the Patent Office from the Examiner, that paraboloidal curvature 
in lenses is old, and the Examiner and the Board of Appeals took the po- 
sition that to substitute a paraboloidal surface for a spherical surface 
in this type of lens, this being the only difference over the prior art, 
would be obvious to anyone skilled in the art. The case is as simple 
as that. 

THE COURT: Thak you. Now you may proceed. 

[21] MR. MISEGADES: I would like to call as my first witness 
the inventor, Mr. Walter Freeman. 


WALTER M. FREEMAN 


Plaintiff, called as a witness, having been duly sworn, was examined 
and testified as follows: 


DIRECT EXAMINATION 


BY MR. MISEGADES: 

Q. Will ‘you give us your name, address, and occupation? A. My 
name is Walter M. Freeman. I live at 2501 Liberty Street, Allentown, 
Pennsylvania. I am a wholesale and retail optician. 

Q. Will you give us an explanation of what this occupation involves? 
A. Retail optician involves the fitting of glasses and frames on patients 
that come in with a doctor's prescription, such as an ophthalmologist 
or an eye doctor, which may include an optometrist. 

The wholesale part is the grinding and fitting of lenses into frames 
and selling on a wholesale basis to an outside eye doctor, such as op- 
tometrist or ophthalmologist. 
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Q. Does your occupation help you to be familiar with the commer- 
cial products that are offered for optical use? A. Yes. As a whole- 
saler we have contacts with all the [22] major manufacturers. We are 
on their lists, as they are so called. We buy from every major manu- 
facturer in the United States. | 

THE COURT: What is the name under which you conduct business? 

THE WITNESS: I conduct business as Linden Optical Company 

THE COURT: Is that a corporation? 

THE WITNESS: It is now a corporation. It was not at the time 
the patent was filed. | 

BY MR. MISEGADES: 

Q. How long have you pursued your occupation? A. I have been 
in the optical business for 35 years. 

Q. And you are the plaintiff? A. I am the plaintiff, yes. 

Q. Have you made other inventions besides this one | A. Yes, I 
have. I have invented a lock washer for the lens screw on optical. 
frames. I sold this patent to Shuron Optical Company. I have also re- 
ceived a patent on the grinding and polishing and the method of plastic 
lenses, a hard plastic known as CR-39. 

Q. Did you sell that invention? [23] A. I sold that miyention also, 
yes. 

Q. Ihave just handed you a copy of claim 4 of the application on 
appeal and I should like you go over that claim one phrase at a time, in 
order that the Court may understand the nature of the invention. At the 
end of the first line we find the words ophthalmic lens. What is an op- 
thalmic lens? A. It is a lens used on patients to correct their defici- 
encies in vision. It is made into the form of eye glasses. | 

Q. Thatis to say, an ophthalmic lens, as distinguished from a 
camera lens, for example, or a telescope lens? A. Yes. The differ- 
ence is that the ophthalmic lens is used on patients only. 

Q. Going back a word, we have the word aphakic. What is the 
meaning of that word? A. Aphakic is a cataract lens. After the cata- 
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ract has been'‘removed from the eye the lens that is used to correct that 
is called an aphakic lens. 

Q. What is the meaning of the word bifocal? A. Bifocal means 
double focal or two focals, 2 combination of distance and reading focals, 
reading area and [24] distance area. 

Q. What is the meaning of the word lenticular? A Lenticular is a 
lens that has a central portion that has the prescription ground into it. 
It is essential for vision. It has an outer portion, which is not essential 
for vision, but is used as a means or a vehicle in grinding the lens and 
inserting it into an ophthalmic frame. 

Q. Proceeding to line 2, there is the phrase, of uniform refractive 
index. What is the meaning of refractive index? A. Refractive index 
is the bending power, say, of the lens. It is best illustrated by putting 
a pencil in a glass of water. The refractive index power of the water 
gives you the illusion that the pencil is bent. 

Q. And the word uniform is used in its usual meaning? A. Yes, 
that the index is the same throughout the lens. 

Q. What is the meaning of the next phrase, cast hard plastic? A. 
There is an optical plastic material that is called CR-39. It is in con- 
trast to other plastics. It is much harder. It has good clarity of vision 
and is the least —- has the most scratch resistance of any other plastics 
used for optical purposes. 

[25] THE COURT: Mr. Misegades, let me ask you this. Are these 
lenses made not of glass but of plastic? 

MR, MISEGADES: Yes, it is made of plastic. 

THE COURT: It looks like glass. That is the reason I asked the 
question. 

MR. MISEGADES: Please interrupt the witness if I have not ex- 
tracted all of the meaning as I go along. 

THE COURT: I just wanted to know this one point. For instance, 
most glasses, at least glasses that I have worn, are made of glass, and 
my curiosity was aroused that this was made of plastic. 
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MR, MISEGADES: This plastic was specially developed for optical 
use. It is tolerably hard, at least compared to the soft Hast envelope 
in which it was contained. 

THE COURT: Is it equally transparent with glass? | 

MR. MISEGADES: Mr. Freeman? 

THE WITNESS: It has better transmission of light a glass. 

THE COURT: Is that so? I see. | 

MR. MISEGADES: And it also has the virtue of being substantially 
lesser in weight. 

THE COURT: And also it is not as breakable, I suppose 

[26] MR. MISEGADES: Not at all. 

BY MR. MISEGADES: 

Q. We next have a rather long phrase. We refer to a distant-vi- 
sion portion of the lens. What is that? A. It's the upper part of the 
lens that a person looks through for his distance vision. | 

Q. This is implicit in a bifocal lens? A. That is in a bifocal lens, 
yes; bifocal being at the bottom for close work only, close use. 

Q. And we refer to the outer face. Which face of the lens is that? 
A. That would be the outside, the front curvature of the lens. 

Q. Most remote from the eye? A. The furthest away from the eye, 


yes. 
Q. Now it is stated that this face is a paraboloidal surface. A. 
That is correct. 

Q. Enlighten us on that. A. Well, it has a variance of curvature 
from the center of the distance portion of your lens to the edge, having 
paraboloidal curvature on the distance portion. It varies in the radii 
from the center of the lens to the outer edge. 

[27] Q. Would I be correct in transposing that statement to say 
that the center part of the lens is most curved, while the oe of it 
are less curved? A. That is correct, yes. 

Q. And you say this is a uniform change from the center to the out- 
side? A. That is correct, yes. | 
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Q. We proceed to the next phrase, which states that the face that 
we have been talking about is symmetrical about a central vertical axis 
at right angies to the optical axis. What is the optical axis of a lens? 
A. That would be the horizontal axis. The vertical axis will be at right 
angles, vertically up and down. The optical axis would be horizontal or 
laterally to the outer edges of your lens. 

Q. That istosay, the optical axis is what exists as you look straight 
out? A. That is correct, yes. 

Q. And the vertical axis that is at right angles to itis up and down? 
A. Up and down, that is correct. 

Q. Now what is the significance of the word symmetrical here ? 
[28] A. That the lens is symmetrical on both sides, of the right to the 
left side of your lens, at right angles to your vertical axis. 

Q. Now we have the final phrase — 

THE COURT: I would like to have that answer read. 


(The Reporter read the last answer.) 


BY MR. MISEGADES: 

Q. We come to the final phrase, the inner surface of which — that 
is to say, the lens, I believe — is unfinished ready for prescription 
grinding. A. 'The inner surface of your lens closest to the eye is less 
finished, that is, there is no prescription has been ground on it. Itis 
left thick enough in order that the finished prescription grinding can be 
made on the inside surface. 

Q. Would it be proper to say, then, that the purpose of this type of 
lens is to enable the wholesale oculist to take this lens or lens blank 
and grind the inside of it to complete a partially complete lens so that 
it can be worn by the patient? A. That is correct. 

THE COURT: That is done by the retail optician, is it? 

THE WITNESS: It is done by a wholesale optician, an [29] optician 
with a grinding laboratory, with a technical laboratory that does what 
we call surface grinding and edge grinding. 
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THE COURT: When a patient comes into an optician's shop with a 
prescription it isn't the optician who makes the last grinding? Does he 
send to the wholesaler for that? 
THE WITNESS: He usually does. It is possible, though, for a retail 
optician to do his own grinding. It is not the usual procedure, Most of 
the retail opticians only fit the glasses, the frames, initially, when the 
patient comes in with a prescription, and they take measurements and 
send the prescriptions with the frame measurements to a wholesale 
shop, although there are some retailers that do their own grinding, but 
they are in the minority. 
MR. MISEGADES: We have completed the reading of claim 4, which 
Iam taking as typical of the plaintiff's claims. Does Your Honor feel 
that the explanation was suitable, or would you like to ask additional 
questions ? | 
THE COURT: I have no questions to ask at this time. _ 
BY MR. MISEGADES: | 
Q. Can you recall whether you arrived at your invention by ex- 
tended reflection or was it an instantaneous sort of thing such as has 
been called a flash of genius? A. It was a flash. I wouldn't say lama 
genius, though. [30] Do you want me to describe how — | 
Q. Yes, I would like to know how it came that you invented this ? 
A. It's been a known fact, or had been to me and every other optician 
for many years, that a cataract patient was very troublesome because 
of the distortions, aberrations, that cataract patients have always had, 
especially with their first glasses. | 
So, I was in an ophthalmologist's office, one whois very well versed 
in optics, having been a professor, and we were discussing al magnifier, 
a highly strong magnifier that had a principle to give less distortion, I 
immediately thought of that same principle, could that same principle 
and that magnifier be incorporated in a cataract lens to increase the 
peripheral vision and lessen distortions that cataract patients have had. 
| 


JA 46 


The doctor immediately said yes, go ahead and make one. 
THE COURT: When was that? 
THE WITNESS: That was in the late summer or early fall of 1956. 
BY MR. MISEGADES: 

Q. When it was suggested that you proceed to make one, [31] how 
did you go about doing this? A. Well, we sought a firm that would grind 
aspherical molds for us and parabolic molds. We knew of one in Beth- 
lehem, Pennsylvania, it is adjacent to Allentown. 

Q. Let me interrupt you here by asking why you decided to have a 
mold made, from which I presume you intended to cast lenses, instead 
of grinding a lens forthwith. A. It's very difficult to grind a parabolic 
curve in either plastic or glass and it is very expensive. But with the 
advent of plastic lenses, if we would have a mold or a cast made, many 
lenses could be ground with an aspherical curvature at much less ex- 
pense, and the fact that a plastic lens was half the weight and also more 
clear than glass. 

So it would be a method of making a less expensive cataract or 
aphakic lens much cheaper and have a better lens and more comforta- 
ble lens. 

Q. Were you successful in your first effort to obtain such a lens? 
A. We were not successful. Mr. Victor had been working on this as- 
pherical curvature mold for us and he became ill and died before he 
could produce one for us. 

Q. You mentioned immediately before this that grinding a parabol- 
ic curve was more difficult than grinding a spherical [32] curve. Is 
your shop equipped to grind parabolic curves? A. No, not at all. We 
attempted to grind some, but without any success. 

Q. Would you say that other individuals and companies such as 
yours are so equipped? A. No, none at all that I know of. 

Q. Are the majority of the eyeglasses used in the United States 
ground in shops like yours? A. Yes, sir. 
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Q. Did you pay Mr. Victor for the work, or his firm, for the work 
that he did do? A. That is correct. 

MR. MISEGADES: I have here a check canceled — 

MR. ROEMING: Your Honor, may I raise an objection? 

THE COURT: Let him finish. 

MR. ROEMING: I have a very important objection, Your Honor. 

THE COURT: But I want him to finish his offer. | 

MR. MISEGADES: I would like to offer this check in evidence. 

THE COURT: Now what is your objection? | 

MR. ROEMING: I ask the question, is this check to establish date? 

[33] MR. MISEGADES: The date has already been kee by— 

THE COURT: What is your objection? 

MR, ROEMING: Our objection is this: on the anthority of your own 
decision in the case of Schering v. Marzall, Your Honor excluded evi- 
dence which is taken instead of a Rule 131 affidavit in the Patent Office 
which was not timely presented, with plenty of opportunity to present it, 


to overcome the date of a reference. Now this testimony that has begun 
to be taken here appears to me to be taken for the purpose, ‘of overcom- 
ing this reference, and on the authority -—- | 

THE COURT: Which reference ? | 


MR. ROEMING: The Davis publication. 

THE COURT: What is the date of that publication? 

MR. ROEMING: The date of that publication is December 1956. 

THE COURT: Mr. Misegades, what is the purpose of this exhibit? 

MR, MISEGADES: The purpose of this exhibit is to confirm Mr. 
Freeman's statement that he made the invention in the summer or fall 
of 1956. | 

THE COURT: Is it for the purpose of overcoming a [34] reference? 

MR. MISEGADES: That will be one of the purposes of it. 

THE COURT: What is the case that you refer to? 

MR. ROEMING: Schering Corp. v. Marzall, a decision of Your 


Honor. 
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THE COURT: You are referring to Senenne Corp. v. Marzall, 101 
F. Supp. 571, is that it? 

MR. ROEMING: Yes, sir. 

THE COURT: What do you say as to Mr. Roeming's objection? 

MR. MISEGADES: I first of all would point out that the check is of- 
fered for more than this single purpose. Beyond that, in the Schering 
case there was extreme dilatoriness on the part of the plaintiff in offer - 
ing the evidence. They waited as the decision points out, for a period of 
eight years and not until the case had reached the Board of Appeals. 

THE COURT: Was this presented to the Patent Office? I mean in 
this case was this evidence that you are now tendering presented to the 
Patent Office? 

MR. MISEGADES: Equivalent evidence was, an affidavit conforming 
Mr. Freeman's statement. 

[35] THE COURT: Iam going to overrule the objection and admit 
this. 

(Canceled check Oct. 8, 1956 from Linden Optical Co. to J. N. 
Victor, $200, marked plaintiff's Exhibit No. 1 and received in 
evidence.) 

THE COURT: Gentlemen, we will take our usual mid-morning re- 
cess at this time. 

(Recess.) 

MR. MISEGADES: At the time we took our recess I was on the point 
of offering that check into evidence. 

THE COURT: Yes. I overruled the Section and admitted it. 

MR. MISEGADES: I move its admission. 

THE COURT: Yes, Iam admitting it. Let it be admitted. 

BY MR. MISEGADES: 

Q. You stated that the Victor Laboratory was unable to produce the 
mold that you wanted made? A. That is correct. 

Q. What did you do next to obtain a mold? A. An assistant of mine 
went to the Laboratory Optical Company in Dunellen, New Jersey, to have 
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a mold made according to our specifications. 
[36] THE COURT: What is the name of the company? 
THE WITNESS: Laboratory Optical Company at Dunellen, New Jer- 

sey. It is close to Plainfield. | 

BY MR. MISEDGADES: | 

Q. Did they make such a mold? A. No, they did not. 

Q. Did it take some time for you to discover that they were not go- 

ing to make one? A. Yes. 
Q. And did you continue your endeavor to find other places where 

you could get such molds? A. Yes, we did. 
Q. Why did it seem to be so difficult to get a mold of this kind ? 

A. Well, we were unable to grind an aspherical or parabolic curvature, 

so evidently it is difficult for the other optical companies or labora- 

tories. They were not in ophthalmic optics, they were in physical op- 
tics, general optics. We thought they would be better equipped to make 

a mold of that type for us, but evidently they were either too busy or it 

was too difficult to make. 
Q. In other words, it is proper to say that at least at the time you 

were working on your invention, that it was an [37] uncommon thing to 

grind a curve of this character? A. That is correct, with the proper 

type mold that we wanted. | 
Q. You did eventually get such molds made? A. Yes, we did. 
Q. And who made those for you? A. Perkin Elmer Company in 

Norwalk, Connecticut. 
THE COURT: When did they make it? 
THE WITNESS: They made a mold finally in May of 1958. 

BY MR. MISEGADES: 
Q. And were lenses made by casting in these molds? A. That is 
correct. We had one initial trial mold made for an individual patient's 
use for trial. 
Q. When you received the blanks that were cast in this initial mold 
were eyeglasses made from them? A. That is correct, yes. 
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Q. And the eyeglasses were fitted to a patient? A. Thatis correct. 

Q. Was the patient satisfied with the lens? A. Extremely. 

Q. And'was the prescribing physician satisfied that the lens acted 
as it was intended to? [38] A. Very much so. 

Q. About when did you take this matter up with a patent attorney ? 
A. Ihad taken up the matter with a patent attorney in 1956, previous to 
the Christmas -- around the Christmas season of 1956. 

Q. Who was that patent attorney? A. His name was Paul J. Kopp. 

Q. Why did you choose his services? A. He was a friend of mine 
from high school days on. His home is in Allentown and he would come 
up holidays and many other weekends to visit his family. Naturally, he 
would visit me as an oldtime friend. 

Q. You said that he came up. Where did he come from? A. He 
came from Washington, D.C. 

Q. Did‘he prepare a patent application? A. Yes, he did. 

Q. Was this the application that was filed on July 18, 1957? A. 
That is correct. 

Q. Was he named as the attorney to represent you? A. Not at that 
time because he entered the service of the Government in the Defense 
Department. 

[39] THE COURT: What was that date, please? 

MR. MISEGADES: July 18, 1957. 

BY MR. MISEGADES: 

Q. I take it that he was not employed by the Defense Department at 
the time he prepared the application? A. That is correct, yes. 

Q. Were you aware at the time of your first production of lenses 
according to your invention, of any fully equivalent commercial prod- 
uct? A. At the time of conception? 

Q. Well, at the time that you actually made your first lens. A. Ac- 
tually made the first lens, which was in October 1958, you mean with 
the trial and the patient? 
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Q. Either that or any other time. A. I have known of none that 
was made, no. 
Q. Have you continued to make these lenses from the time youfirst 
offered them? A. Not the same identical lens. | 
Q. Why did you stop? A. I sold the patent application to the Univis 
Lens Company, formerly of Dayton at that time, now Fort! Lauderdale, 
Florida. | 
Q. Do you know [40] whether any equivalent lens to your own be- 
came available subsequent to those which you made and fitted to pa- 
tients? A. Yes, Ido. | 
Q. When was the first one to come to your attention?) A. After I 
had made my lens, I saw an advertisement in the optical journal by 
American Optical for an aspheric cataract lens in the bifocal. It was 
an October issue, but the date of acceptance of orders was for Novem- 
ber 15th. | 
Q. Of what year? A. Of 1958. 
Q. These were lenses or lens blanks? A. These were lenses, not 
lens blanks. | 
Q. Could you buy the lens blank? A. Not at that time, no. 
Q. Did that mean that the American Optical Company at its factory 
produced the finished lens? A. That is correct, yes. 
Q. Was the lens blank available at a later date? A. Ata later 
date, yes. | 
Q. And that was also the product of the American Eee Compa- 
ny? A. That is correct, yes. | 
[41] Q. And about when did that take place? A. To my best know- 
ledge, approximately 1963. 
MR. MISEGADES: I have Exhibit 2. Counsel has a copy of this ex- 


hibit. 


(American Optical Co. advertising brochure sarees Plaintiff's 
Exhibit No. 2 for identification.) 


BY MR. MISEGADES: 

Q. I show you here an advertising circular of the American Optical 
Company and ask you whether this was the advertisement — whether this 
advertisement describes the American Optical lens that you said re- 
sembled your own product? A. Yes, definitely. 

Q. And I invite your attention to the two pictures that are shown on 
the front cover of this advertisement. What do they show? A. Thatthe 
periphery of the aspherical cataract lens is much greater, is much 
clearer. It has greater wide angle and less distortion at the outside 
meridians. 

Q. Do you consider that pair of photographs a proper comparison 
of a lens of this type with the prior type of lens that was available? A. 
Do I consider it -- 

Q. Do those two photographs satisfactorily indicate [42] that there 
is a difference? A. Yes, definitely. 

MR. MISEGADES: I offer this circular in evidence. 

THE COURT: What is the relevancy of it? 

MR. MISEGADES: The relevancy of this exhibit is to show that fol- 
lowing the production of Mr. Freeman's lens there also became avail- 
able commercially other lenses made upon the same technique, which 
like his lens satisfied the requirements of the cataract patient. 

THE COURT: In other words, is it for the purpose of proving com- 
mercial success of the invention? 

MR. MISEGADES: That is offered for that purpose especially. 

THE COURT: Have you seen this ? 

MR. ROEMING: Yes, Your Honor. I will be glad to refer to that 
exhibit on behalf of the Office's case. 

THE COURT: There is no objection? 

MR. ROEMING: No objection. 

THE COURT: Let it be admitted. 

(Plaintiff's Exhibit No. 2 for identification was received in 
evidence.) 


BY MR. MISEGADES: 

Q. Inow call your attention to the Courmettes patent. [43] This 
is one of the two basic patents relied upon by the Patent Office in the 
rejection of the claims before the Court. Will you explain the opera- 
tion of this Courmettes patent to the Court? A. It is a biplanar lens. 
In other words, it has a different angle for the reading portion, so- 
called reading portion. It is a spherical lens, either cemented or fused 
onto a back plate. The lens having a continuous outside curvature, in- 
dicates that the reading portion, so-called reading portion is the same 
as the distance. There is a line differentiating between the upper and 
the lower segments, but according to the diagrams, the drawings, both 
are the same cosine and both are spherical lenses. | 

Q. That is to say, the portion shown in figure 2 is the functional 
part of the lens and that which is shown in figure 3 serves asa support? 
A. Right. 

Q. They are combined as shown in figures 4 and 5. You stated that 
the upper and lower portions of the lens were ground as a continuous 
curve. What is your authority for that? A. The face curve, outside 
face curve is continuous as a plain sphere. The inside curvatures are 
flat, one being [44] as flat as the other, which means there is no bifocal 
distortion or increased magnification in the lower segment, which would 
serve the purpose of the bifocal. 

Q. Is it ordinarily the function of the reading portion of a bifocal 
lens to give greater magnification than the distant portion? A. Defi- 
nitely. | 
Q. Can you recall in your experience any case where this was not 
true in any of the bifocal lenses you have made? A, I know of none. 

Q. That is in your 35 years of experience? A. That is right. 

Q. And you believe that it is normally the case that al considerably 
greater magnification is required? A. That is correct, yes. 

Q. Let me recall once more. You said this was ground with a 
spherical correction rather than a parabola? A. Correct; 
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Q. Does this type of construction overcome the problem of tunnel 
vision in a cataract patient? A. Not at all, not any more so. 

Q. The first auxiliary reference is that of Tillyer, which is num- 
bered in the Patent Office collection. I have [45] shown you a copy of 
the Tillyer patent. Will you explain what his objective is and how he 
accomplishes it with his construction? A. Tillyer's patent concerns 
light rays entering the aperture of the eye with a narrow pupil or aper- 
ture of the eye, which permits only a straight line such as line 8, ray 
of light such as 8 would focus on one point on the retina of the eye, such 
as 7. But the fact that the aperture of the eye is wider, say 7 millime- 
ters, rays of light coming in from other angles other than the direct 
center would be focused at different sections of the retina, such as 10 
and 11. 

Q. What is the origin of those rays at the lens? A. Well, therays— 

Q. That is to say, the spectacle lens. A. Well, it can come from 
a wider area. 

Q@. Such as the space from the two numerals 9 to9? A. Yes, that 
is correct, 9 to9. They would focus on 10 and 11 in the retina, which 
would be, instead of being a single point, would cover a broad area, 
which would cause distortion. 

Q. And what does Dr. Tillyer suggest should be done in that event? 
A. A different forming of the curvatures of the [46] ophthalmic lens 
that is used, but he doesn't speak of any set formula or methods of doing 
such. 

Q. Then do I understand you to say that he has confronted the world 
with a problem without telling what the solution is? A. That is correct, 
yes. 

Q. Does he not say on page 2 of the text that he may grind the lens 
to the curves calculated and deform the surfaces locally to correct the 


aperture aberrations, just as a telescope lens is corrected by grinding 
away minutely until the lens is correct in all sections? A. He says that, 
but I have never known it to be done. He didn't say how to do it. 
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Q. What is he telling you todo here? A. Nothing. He doesn't 
know how to correct it or what other type of curvature to make. 

Q. When he says he grinds this surface locally, does that mean he 
just whittles it out, so to speak? A. I would think so, until he hits the 
right curvature or deform the surface until he hits the a combina- 
tion. 

Q. Would you be able to use that suggestion to make a lens? A.No 
I wouldn't know how. | 

[47] Q. Does the patent suggest satisfying the needs of a cataract 
patient in both far and near vision? A. Not any more than it does any 
other type of lens, no. | 

THE COURT: Does it suggest or disclose a paraboli¢ curve ? 

THE WITNESS: He mentions that it could be elliptical or parabol- 
ic, yes. 

THE COURT: Does he mention that? 

THE WITNESS: Yes, on the second page, line 34. He | BSE the 
variable curve. 

BY MR, MISEGADES: | 

Q. He also uses the expression "etc." following the parabolic 
curve? A. Yes. | 

Q. And he does not tell you under what circumstances to use the 


? 


parabolic curve? A. No, or any formula for it. 


Q. Does he tell you how to? A. No. 
Q. Does the Tillyer patent correct for tunnel vision? A. No. 
Q. Does he suggest parabolic grinding for any PRESSES [48] other 
than to correct for the aperture of the eye? A. No. 
THE COURT: Just where is that in the Tillyer patent, Mr. Mise- 
gades ? 
MR. MISEGADES: Which is this? | 
THE COURT: The reference to the parabolic curve. | 
MR. MISEGADES: The word parabolic occurs at line 34 on page 2. 
THE COURT: Yes. 
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MR. MISEGADES: The purpose of my examination on that point 
was that the parabolic curve was used by Dr. Tillyer for a different 
purpose. 

THE COURT: Yes. 

THE WITNESS: That is correct. 

THE COURT: For what purpose? 

THE WITNESS: Other than to correct tunnel vision on a cataract 
lens. 

THE COURT: Well, for what purpose was it used? 

THE WITNESS: Correct the difference or the formation of light 
rays coming through a lens on different portions of the retina due to the 
wide aperture of the pupil. 

This diagram shows, in the retina you have different points, 7, for 
a central point, but for a wide range of [49] rays coming through the 
lens and through the pupil they form an object at 10 and 11 on the retina. 

It's a retinal image that he is determining, not an aspherical or 
tunnel vision problem. 

THE COURT: Very well. 

BY MR. MISEGADES: 

Q. This is a convenient point to discuss the manner in which lenses 
are ground. What are the common curves upon which lenses are ground? 
A. Cylindrical, spherical. 

Q. We have been talking off and on about a spherical lens. Whatis 
that? A. It has a continuous circle. 

Q. That is to say, the surface of the grinding is equivalent to a por- 
tion of the sphere? A. That is correct, yes. 

Q. And what is a cylindrical grinding? A. A cylindrical grinding 
at one meridian would be a continuous circle; a circle would meet con- 
tinuously around at one meridian. 

Q. Is it true that both spherical grinding and cylindrical grinding 
employ closed curves, that is to say, [50] curves which result from the 
rotation of something? A. Thatis correct, yes. 
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Q. Was the parabolic curve commonly used in grinding eyeglasses 
at the time of your invention? A. No, not at all. | 

Q. What is the reason that this is true? A. It is very difficult and 
expensive to grind and there was no apparent need for a parabolic or 
aspherical curvature previously. 

Q. Is the parabola a closed curve? A. No, it is not. It does not 
meet, it extends. 

Q. That is to say, the ends of it do not meet? A. The ends of it do 
not meet, yes. | 

Q. Do you know whether the method of Tillyer has gone into com- 
mercial use? A. You mean Tillyer's patent here? 

Q. Yes. A. No. | 

Q. Have you ever seen a lens that you knew was made according to 
his teaching? A. No. | 


* * 


[54] Q. We progress now to the article written by J : K. Davis and 


| 
Gilbert Clotar for publication in the American [55] Journal of Optome- 


try and Archives of American Academy of Optometry. This article in- 
dicates that it was intended to be published in the December 1956 issue. 
Do you know whether it was so published? A. Yes. 

Q. Have you seen the complete Journal containing the! larticle? A. 
Yes, I have. 

Q. And that article, or that Journal issue was the December 1956 
issue? A. That is correct. 
Q. Do you know the business relationship of the two authors? A. 


Yes. 

Q. What is it? A. They are in the Research Departmen of Amer- 
ican Optical Company. 

Q. What does the article say about the then existing situation in the 
cataract lens art? A. They said that it needed a considerable improve- 
ment. 
Q. They recognized, apparently, then, that as of the date of their 
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writing the article cataract patients were not being properly attended 
to? [56] A. That is correct, yes. 

Q. Idirect your attention to pages 646 and 647. As to page 646, 
will you notice the paragraph immediately below the chart, and on page 
647 will you notice figure 3 at the top of the page and particularly the 
element indicated at the letter C. A. Yes. 

Q. What do the authors say on page 646 about the lens on 647? A. 
Well, they said that an aspheric lens similar to their present Style E 
lenticular, which is glass and nonaspheric, that an aspheric lens, if it 
was possible, would make a better lens, a light-weight lens, and it would 
be better corrected for power and astigmatism, but it said it would not 
correct for color. It says this type would be. They do not say that they 
have made it or are making it. 

Q. Is the lens a bifocal lens? A. According to the drawing on page 
647 it is not'a bifocal. They have a question mark behind bifocal. That 
is drawing C in figure 3. 

Q. You mentioned this lens is similar to their type E. A. Yes. 

Q. You understand the words type E or style E to [57] mean aref- 
erence to one of American Optical Company's lenses? A. That is cor- 
rect, yes. 

Q. You are familiar with that lens? A. Yes, Iam. 

Q. And you said it was glass? A. It was glass, yes. 

Q. And is it bifocal? A. Yes, it is. 

Q. How is the bifocal function accomplished? A. By fusing higher 
index glass into the distance portion in the lenticular E in glass; and it 
is a spherical curvature, not aspherical. 

Q. Would you say that it was generally similar to the construction 
shown in lens B but without the portion which is shown to the righthand 
of the figure? A. Yes, it would be lenticular, similar to that. 

Q. And this portion that looks like a check mark in there is some- 
thing that has been inserted? A. Yes. 
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Q. You would say, then, that this lens is not one which has uniform 
refractive index? A, Correct, yes. 

Q. That bifocal feature, I think you said in your [50 earlier testi- 
mony, is important to a cataract patient? A. Very much so. The lens 
is removed, they have no accommodation. | 

Q. Have you noted in this article that the authors recommend a 
corrected curve achromatic lens? A. Yes, they do. 

Q. What do those words mean? A. They fuse a high index glass, 
such as flint, with the crown, with the idea of making it a: doublet or 
achromatic lens to reduce the color that is inherent in a cataract lens. 

Q. Do you understand that such a construction is shown over the 
letter D on page 647? A. Yes. | 

Q. A doublet lens, as I understand, is made up of two passes of 
glass? A. Yes. 

Q. And is it as cheap or is it more expensive than te type of con- 
struction you use? A. More expensive. 

Q. Are you aware whether the American Optical Sats offers 
such a corrected curve achromatic lens for general sale to cataract pa- 
tients after it's been ground? A. I have never seen one. | 

[59] Q. You are in possession of what you believe to be the current 
catalogs of the American Optical Company? A. Yes. | 


Q. And it is not offered, to your knowledge? A. To' my knowledge, 


it is not offered. 
Q. What kind of a lens is most widely sold by the Roan Optical 
| 
Company for cataract use? A. I would say their aspheric plastic cata- 


ract lens. By far it is sold more. More aspheric cataract lenticular 


plastic lenses are sold. | 
THE COURT: How much longer is your testimony going to take? I 


am not trying to hurry you. 
* 


THE COURT: Well, I have another urgent matter to interject right 
after the luncheon recess and I will excuse [60] you until half-past two. 
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MR. MISEGADES: Very well. Thank you. 
(At 12:30 p.m. trial stood in recess, to reconvene at 2:30 p.m.) 


AFTERNOON SESSION 


THE COURT: You may resume, gentlemen. 

MR. MISEGADES: The Clerk has called my attention to my over- 
sight in neglecting to offer in evidence the certified file copy of the ap- 
plication. 

THE COURT: Let it be admitted. 

MR. MISEGADES: And I am offering that as Exhibit 3. 

(Certified copy of File Wrapper marked Plaintiff's Exhibit No. 
3 and received in evidence.) 
BY MR. MISEGADES: 

Q. We were just finishing up the consideration of the Davis and Clo- 
tar literature reference and it was my intention as we closed to ask you, 
Mr. Freeman, whether the American Optical circular which I had re- 
ferred to as Exhibit 2 was the type of lens that is currently being most 
widely offered for [61] the purpose of the correction of cataract prob- 
lems. Is that'your understanding? A. That is my understanding. 

Q. Is it your understanding also that the lens that is being offered 
answers the terms of claim 4 which is here for consideration? A. Yes. 

Q. You understand that the front surface of the lens is an aspheric 
parabolic shape? A. That is correct. 

Q. You have examined such lenses and know from your own know- 
ledge that this is true? 

THE COURT: He said yes, so that is satisfactory. 

BY MR. MIESEGADES: 

Q. In the circular, if you recall, there are two pictures on the front 
page, and one is fuzzy on the sides and one is relatively more clear? A. 
Yes. 

Q. And the one that is more clear you understand to be this parabol- 
ic curve on the front surface? A. Yes, sir. 
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Q. It is also a plastic lens, is it not? A. It is also a plastic, yes. 
* Ke * | 


[64] Q. Now we come to the various patents taken together. The 
Patent Office has rejected the claims of your application on the ground 
that it would be obvious to one skilled in the art to modify the Cour mettes 
lens with a parabolic correction taken from the Tillyer pajent. In your 
experience do you believe this to be true? 

THE COURT: Taken from the Tillyer patent, did you say? 

MR. MISEGADES: Yes. | 

BY MR. MISEGADES: 

Q. Do you believe on the basis of your experience that this would 
be true? A. No. | 

MR. ROEMING: May I have the question repeated ? 

THE COURT: Yes, you may read the question. 

(The Report read the last question.) 

THE COURT: No read the preceding question. 

(The Reporter read the next-to-last question.) 

THE COURT: His answer is no. 

MR. ROEMING: Thank you. 

BY MR. MISEGADES: 

Q. Why do you say this? [65] A. The Tillyer patent does not cor- 

rect the marginal distortions in periphery that you would get in a Cour- 


mettes, in a cataract lens. 
* * * 


[70] MR. ROEMING: As a matter of fact, I can simplify this case 
at this point by saying that after listening to the testimony and seeing a 
particular exhibit here, my closing argument I am going to rely on 
the Courmettes patent and the Tillyer patent primarily and I don't in- 
tend — at this moment I may not even cross-examine the witness. 

THE COURT: I thought you would rely principally on those two. 
And not on the Davis article ? | 
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MR. ROEMING: I don't think the Davis article is as good a refer- 
ence as the Tillyer patent, aside from the question of the attempt to 
overcome — 

THE COURT: In other words, you are relying solely on the Cour- 
mettes and Tillyer patents? 

MR. ROEMING: May I put it this way, Your Honor: [71] Iam not 
really at liberty to abandon a reference the Board has used. 

THE COURT: You are not abandoning anything officially or formal- 
ly, but actually in your argument you rely on those two? 

MR. ROEMING: Courmettes and Tillyer. If I can't make my case 
with Courmettes and Tillyer, I can't make it with anything else. 

THE COURT: Isee. Well, I think that simplifies your task. 

MR. MISEGADES: In significant measure I believe it does. Iwould 
want to corroborate the testimony of Mr. Freeman to the effect that he 
completed his invention in a timely manner after having invented it be- 
fore the Crandon reference. 

THE COURT: Of course you have a right to make the record, but 
actually from what Mr. Roeming just said the Patent Office is not going 
to rely on the Crandon reference and I can't see that it has anything to 
do with this case. I will officially strike it out. 

MR. MISEGADES: Thank you. 

THE COURT: Because it has nothing to do with parabolic curves, 
and parabolic curves is the crux of the alleged [72] invention. 

MR. MISEGADES: Iam content to close Mr. Freeman's examina- 
tion, in that case, at this point. 

THE COURT: Very well. Did I understand you to say you have no 
cross-examination ? 

MR. ROEMING: I believe not. I think the Court, when I make my 
argument, will recall sufficiently what was specifically testified to, so 
that I will not cross-examine the witness. I would just like at this point 
to offer in evidence — 

THE COURT: You may step down. 
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MR, ROEMING: — first of all, the folder which has been submitted 
as Defendant's Exhibit 1. Also, in view of the fact that the Board of Ap- 
peals in its decision specifically refers to its decision inithe parent ap- 
plication, I also offer in evidence as Defendant's Exhibit 2 a certified 
copy of the parent application which includes that decision; that decision, 
of course, also being in the folder. 

THE COURT: Let it be admitted. 

(Certified copy of parent application marked Defendant's Exhibit 
No. 2 and received in evidence.) 

[73] MR. MISEGADES: I have no further sfasssss call. 

THE COURT: Both sides rest? ! 

MR. ROEMING: Yes, sir. 

THE COURT: I will be very glad to hear oral argument if you are 
ready to proceed, gentlemen. 


PLAINTIFF'S CLOSING ARGUMENT 


MR. MISEGADES: Since Mr. Roeming has indicated that he relies 
primarily upon the combination of Courmettes and Tillyer, I will limit 
my argument to that aspect of the anticipation. I will assume that my 
references to the other references as they are found in my pretrial brief 
will be sufficient. 

THE COURT: Yes, I have read your brief very carefully and it has 
been very helpful. I read it last night, so it is fresh in my mind. 

MR. MISEGADES: I would recall to your attention the very recent 
case of Graham v. John Deere, which is the latest decision of the Supreme 
Court on the question of patentability under Section 103, as distinguished 
from 102, which deals simply with outright anticipation by one or more 
references. Section 103, as you recall, deals with obviousness of inven- 


tion. 

THE COURT: My understanding of the Supreme Court [74] decision 
to which you refer is that the new legislation does not change the standard 
of patentability. We used to put it in the language of product of the inven- 
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tive skill or inventive faculty or product of mechanical skill. As I under- 
stand the Supreme Court decision to which you refer, and a couple of 

others, they construe the recent legislation as not changing that standard 

of patentability. You don't contend otherwise, do you? 

MR. MISEGADES: Essentially this is true. It is merely a question 
of restatement. 

THE COURT: That is right. 

MR, MISEGADES: I would quote very briefly the observation that 
the question of whether ordinary skill has been involved may be affected.. 
As the Court states: 

"The obviousness or non-obviousness of the subject matter 
may be affected by long felt but unsolved needs." 

Failure of others to accomplish the objective, and others. 

THE COURT: There is no question about that. I hadacase yester- 
day where I sustained the plaintiff as against the Commissioner where 
one of the points involved was the years of groping for a solution of a 
problem until the plaintiff [75] discovered the subject matter of the ap- 
plication. There is no question about that. 

MR. MISEGADES: Now I would point out that Mr. Freeman has 
been qualified as a long experienced operator in this art and his testi- 
mony does show, along with the Davis publication, for example, that 
there has indeed been a long felt want for an improvement of the cata- 
ract patient's situation prior to this invention, and I would offer that as 
one indication of invention. 

I would also point to the commercial success of the invention inthe 
fact that Mr. Freeman has sold the invention to one of the large optical 
manufacturers and that presently the American Optical Company, which 
is the largest of the optical manufacturers, also offers for sale a sub- 
stantially identical lens and does so in preference to the invention that 
Davis and Clotar made and described in their article. 

So these two contributions, of the obviousness and commercial suc- 
cess, are evidences of invention in this case, wholly apart from the con- 
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sideration of the respective combination. 

Now, I would refer also to the decision Ex Parte Walker, adecision 
of the Board of Appeals, wherein the author of the decision was Mr. 
Reynolds, the First Assistant [76] Commissioner, somewhat indicating 
an even larger measure of expertise than could be attributed even tothe 
members of the Board of Appeals. In that recent decision he has pointed 
out that it is not enough to operate with two references, , each of which 
show a part of the invention, but he has reminded us of the long-stand- 
ing rule in the Patent Office that there must be in one or more of the 
references that are combined some suggestion or need of the desirabil- 
ity of combining the references. Otherwise you are simply picking the 
inventor's brains after he has disclosed to you what the invention is. It 
is necessary that it be indeed obvious by a teaching of the references. 

Now we have, as I say, the professional opinion not only of Mr. 
Freeman here, but — 


THE COURT: I might say that I was very well impressed with Mr. 


Freeman's sincerity and probity. 

MR. MISEGADES: I am gratified. Besides his sor einers, Iam 
particularly anxious to remind you of the statement in the Davis and 
Clotar reference where they reach the solution that the only opportun- 
ity, the only door open for correcting the aberrations is the use of the 
doublet lens which they recommend. 

Now, referring to the Courmettes patent, you will [77] recall that 
Mr. Freeman pointed out that both portions of the lens, the primary 
lens, were ground to the same measure of correction. That is to say, 
the reading section had the same degree of correction. Whereas it was 
pointed out that it is ordinarily necessary for a cataract patient to have 
a greater degree of correction in the reading portion of the lens than in 
the distant portion of the lens. And I would point out that one of the sig- 
nificant limitations of the claim is that it is a bifocal lens and itis a 
lens intended for the aphakic patient —- | 

THE COURT: But isn't the real question here whether it was in- 
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vention to substitute a parabolic curve for a spherical curve in lenses 
of the type that are here involved? 

MR. MISEGADES: I will agree that this is the outstanding and it is 
the significant feature of the invention, but merely to do this by itself is 
not enough. That is to say, if you improve a monofocal lens by the use 
of a parabolic curve the cataract patient is not satisfied, even though 
this is the significant step forward. 

WhatI am saying is that we have a combination claim and every 
element of the combination contributes to the success of the invention. 

THE COURT: It may contribute to the success of [78] the inven- 
tion. That is one difficulty with the way claims are generally worded. 
In every claim there are a lot of known elements. 

MR. MISEGADES: This is true. 

THE COURT: But every claim contains what has been called in 
some of the older cases the carrying element; that is, the step forward 
that the applicant has taken or the inventor has taken. 

Now in this instance the step forward, as I understand it, and if I 
am in error I want to be corrected, but as I understand it the step for- 
ward that Mr. Freeman has taken is the use of the parabolic curve in- 
stead of the spherical curve. That is what he claims is his invention. 

MR. MISEGADES: This is the step forward he has taken. But to 
return to the combination theory of the claim, he has taken this step 
forward in the light of the other limitations of the claim. What I am say- 
ing is that this may not have been a particularly desirable step forward 
if it were taken in respect to a different combination. 

In effect, Iam downgrading Mr. Freeman's contribution by saying 
that he made the step forward in respect to a particular background and 
not generally to all spectacles. 

[79] THE COURT: Well, I understand that, of course. 

MR. MISEGADES: Now what I am saying also is that it is not obvi- 
ous to transfer the contribution of Mr. Freeman from the Tillyer patent 
to the Courmettes patent because, first of all, Tillyer was resorting to 
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aspheric grinding, it is true, or paraboloidal grinding, whichever term 
you choose to apply; but he made use of that technique inja different 
background. He found it convenient to use this type of grinding to cor- 
rect an ordinary spectacle lens for the error that results from the fact 
that all spectacles today are ground upon the assumption that the eye 
aperture is a mere point; whereas in fact, as Dr. Tillyer| pointed out, 
it has appreciable dimensions. But still the art continues to recognize 
that this is just one thing that you have to live with and we can't afford 
to correct for it. 

Now this is the specific application Dr. Tillyer made in using this 
type of grinding. The technique itself was old, as he pointed out. It has 
been used in respect to telescopes and it has been used a respect to 
camera lenses. 

Similarly, I would point out that in the case of Gowland, he also 
used the aspheric technique, but he used it for still another purpose. 

Following that line of reasoning, my position is [80] that Mr. Free- 
man has used it for still a third purpose, and it is just as much inven- 
tion to apply it to the problem of the cataract lens as it was to apply it 
in the case of the aperture or to apply it in the case of the smooth curve 
in the bifocal lens. | 

THE COURT: Well, I suppose the government would argue that 
since the parabolic curve had been applied in other connections it was a 
known device and therefore — 

MR. MISEGADES: I agree with you. 

THE COURT: — it was a mechanical advance purely to apply it in 
this instance. What would your answer be to that? 

MR. MISEGADES: The answer is that, first of all, the parabolic 
curve was not readily available to the industry. It had to be carried out 
in a very highly sophisticated optical laboratory. And yet oddly enough, 
in the optical laboratories of the large ophthalmic lens manufacturers, 
however obvious it was, it had not been applied to this pur pose at any 
time in the previous history of the art. 
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Beyond that, the answer is that there are many curves available to 
the optical industry and whether one or another of them is used is ad- 
mittedly a tool, but it is a tool that has to be applied and you have to 
recognize the need for it. 

[81] Mr. Freeman's invention is one of those types where the in- 
vention is not in the application of an expedient, it is the recognition of 
the operability of the expedient and then going on to use it; and this, as 
I recall, although I cannot cite a convenient decision for it immediately, 
is sometimes referred to as the highest type of invention, to recognize 
the need and the solution. In other words, it is a mental operation rath- 
er than an operation with the hands. 

It took Mr. Freeman nearly three years to find a competent way of 
getting the parabolic grinding even after he knew that this was what it 
took. 

Now I would point out that there are significant useful limitations in 
the claim that distinguish this invention from the claim that was before 
the Board of Appeals previously. The Board of Appeals pointed out that, 
in substance, I had been stupid in trying to distinguish over Culver and 
Courmettes particularly, in calling Mr. Freeman's lens a one-piece 
lens, because as was pointed out in the decision, after you had fused the 
lens together it did become one piece but it is significant that the inven- 
tion is a cast one-piece object that has a uniform refractive index 
throughout the lens. 

Now as Mr. Freeman pointed out, cataract patients are difficult. 
Most of them are old and only a charitable few [82] of them are patient, 
and as a result of that they find it disagreeable to be given a rather com- 
plicated form! of accommodation by a cemented lens, by a two-piece bi- 
focal, even if it is fused. So one of the contributions that Mr. Freeman 
has used here is the cast plastic lens, which has no such difficulty. Be- 
sides that, it is much lighter in weight, as Your Honor observed. Where- 
as ordinarily a cataract lens is large and heavy. The patient is not an- 
noyed by this when he uses a cast plastic lens. This is, I suggest, a 
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helpful contribution to the patient in making him more at home when he 
has to resort to this new and unfamiliar type of lens. 

The lens blank which you have in your hand there is relatively much 
larger than the actual lens that is worn by the patient because this is to 
be ground down to fit the needs of the patient and his choice of frame. 
Now, I would like to comment briefly upon the defendant's motion to 
amend, 

THE COURT: I have granted the motion. 

MR. MISEGADES: I recognize that it has been Seats My com- 
ment is, however, that granted the defense, it is my position that the 
Patent Office is not entitled at this stage of the prosecution to resort to 
that because in the case of the appeal of Barrett in 14 — | 

[83] THE COURT: The Patent Office may not be, but the public is. 
The public is a third party to all these proceedings and I am not going to 
penalize the public even if the Patent Office was guilty of laches. 

MR. MISEGADES: The question is whether the public is being pe- 
nalized. The public is currently making use of the inventor's contribu- 
tion without paying him for it. 

As Judge Morris pointed out, the Patent Office is expe; 
this question in the prosecution before the Patent Office — 

THE COURT: I am going to allow it to be raised, Mr. IMisegades. 

MR. MISEGADES: And granted the position that the defense has 
raised, I would point to a comparatively long line of cases, beginning for 
example with In Re Edison, which was decided by the Court of Appeals 
for this Circuit, and again with the most recent case of the Court of Cus- 
toms and Patent Appeals in In Re Gruskin, the position has, with one ex- 
ception, been consistently to the effect that if the claims presented in the 
second application are significantly more limited than the claims that 
were previously considered, then the defense of res judicata is not appli- 
cable; and this follows the application [84] of that same rule as it is em- 
ployed in general law, and particularly I thought it worthy of note that the 
Court of Appeals in this Circuit quoted from a case of general law to the 


cted to raise 
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effect that the doctrine was no differently applied in patent cases than in 
general law. 

The sole exception to the line of cases that I have mentioned is the 
Mallinckroak Chemical Works, the case decided by yourself. It has been 
commented upon that that decision has not been followed in that it is an 
exception. I have dealt with this much more extensively in my brief here. 

THE COURT: Yes, I have read it. 

MR. MISEGADES: In substance, this is my case. 

THE COURT: Mr. Roeming. 


DEFENDANT'S CLOSING ARGUMENT 


MR. ROEMING: Your Honor, first I shall go directly to the merits, 
and I submit that we have here a very strong decision of the Board, very 
clear as to Courmettes and the Tillyer patent, and in addition we have 
the benefit before this Court of Plaintiff's Exhibit 2. 

I should like now to call the Court's attention to certain sections 


of the Tillyer patent, to be read in connection with some very interest- 
ing material in Plaintiff's Exhibit 2. 
[85] Inthe Tillyer patent, at column 1, at line 9, Tillyer states: 


"This invention relates to ophthalmic lenses for the cor- 
rection of errors of human vision and particularly to that type 
of lens which has been corrected for marginal aberrations of 
focus." 

I emphasize that, corrected for marginal aberrations of focus. 
Then at column 2, at line 93, he states, that is, Tillyer: 

"I assume it has dimensions and correct the abberations 

by deforming the surfaces themselves." 
Now on page 2, at line 30 of column 1: 

"A deformed curve is one which is not a regular spherical, 
cylindrical or toric curve, such as hitherto used in the manu- 
facture of ophthalmic lenses but which is a variable curve, 
such as elliptical, parabolic, etc." 
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THE COURT: Where is that? 

MR. ROEMING: Line 34. I emphasize again that in this second 
paragraph of column 1 of this patent there is the suggestion to one 
skilled in the art, namely, that here there [86] isa correction for mar- 
ginal aberrations, and that is in lines 12 and 13 of column 1 of Tillyer. 

Now what are marginal aberrations? We have Plaintiff's Exhibit 
2. Now looking to plaintiff's Exhibit 2, on the first page, in the lefthand 
margin, there is this statement: 

"An excellent lens by present-day standards. ‘But notice 
the limited field of view it offers -- the presence! — and I 
emphasize ~ "of marginal aberrations." 

In other words, in Tillyer he has given as his purpose for using a 
parabolic curve the elimination of marginal aberrations such as illus- 
trated here and which is put in evidence by plaintiff as indicating how 
this works. | 

Now here in the first picture we have one which shows marginal 
aberrations, and below we have a correction of the marginal aberra- 
tions and it is attributed to this aspheric lens, which the testimony in- 
dicates is paraboloidal. I submit that the Tillyer reference in combina- 
tion with this Exhibit 2 of plaintiff, in view of this it is clear that there 
is suggestion to one skilled in the art that the marginal aberrations in 
any section of a bifocal cataract lens could be corrected by one skilled 
in the art if he knew what [87] was in the Tillyer patent. Of course, in 
law all people in the art are charged with knowledge of all the prior art, 
although of course that isn't always factually true. 

Now I submit that we have the clearest case here on the merits. 
Now, in addition, on the matter of res judicata — | 

THE COURT: Before you pass to that, according to your argument 
where does the Courmettes patent fit into this jigsaw puzzle? 

MR. ROEMING: The Courmettes patent, which is Exhibit A of De- 
fendant's Exhibit 1, discloses in its very title that it is a cataract bi- 


focal lens. At page 2, column 3 of that patent it is disclosed, in line 25, 
| 


JA 72 


that this lens may be plastic. In figures 1 and 2 of the patent drawings, 
which succeed the text in the folder, in figures 1 and 2 there is dis- 
closed a cataract bifocal lens in one piece, in one piece. Therefore, 
taking the claims, the only distinction over Courmettes is the fact that 
plaintiff's lens is paraboloidal rather than spherical. We concede that 
Courmette's' lens is spherical in its two portions. 

Therefore, the only question is, was there a contribution to the art, 
unobvious to one skilled in the art, of the substitution of Tillyer's cor- 
rection for marginal [88] aberration by use of a parabolic surface and 
substituting that in the structure of Courmettes. 

I submit this is the clearest type of correct case both by the Ex- 
aminer and the Board of Appeals. Now going on to the question of res 
judicata as raised, I resort to plaintiff's response to defendant's motion 
to amend, to read there from page 7. At that point there is a quotation 
from In Re Ellis, a decision of the Court of Customs and Patent Appeals 
from some years back, I would guess that it was about 1934 or some- 
where in there. In that decision the Court gave the correct measure, 

a measure consistent with Your Honor's Mallinckroak decision, the 
correct measure for the application of res judicata. There the Court 
in the quotation at the top of page 7 states: 

"Of course if claims 46 and 47 of the appealed claims con- 
tain subject matter different from the subject matter of the 
abandoned application, appellant is entitled to have same con- 
sidered on its merits, but in order to secure patent therefor 
it must appear that the difference involves invention." 

In other words, the difference between the claims now before the 
Court — 

[89] THE COURT: Where are you reading from, Mr. Roeming? 

MR. ROEMING: I am reading from plaintiff's response to the mo- 
tion to amend, at page 7, the quotation at the top of the page. That is 
from In Re Ellis. It is acorrect quotation and I emphasize the portion 
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beginning about the middle, "but in order to secure patent therefor it 
must appear that the difference involves invention." | 
And here the term "invention" of course is used in the sense of ma- 
terial that is unobvious. In other words, the claims presently before 
the Court must differ from the claims in the parent application in sub- 
ject matter that is unobvious. And that case is followed in In Re Prut- 
ton, also quoted in appellant's brief — 
THE COURT: I notice that plaintiff's counsel quotes from a deci- 
sion of the Board of Appeals on page 4 of his brief in which the Board 
takes the position, not in so many words but in substance, that the Mal- 
linckroak case is wrong. 
MR. ROEMING: I would say this, Your Honor: Iam never in the 
position of citing a case where the Board of Appeals has authority ona 
question of law against any Court. 
[90] THE COURT: Very well. I think that is a very adequate an- 
swer and a very tactful one, too. 
MR. ROEMING: I submit, Your Honor, that in actual substance the 
meaning of your decision in Mallinckroak Chemical is of the same scope 
as the meaning of the Court of Customs and Patent Sree in the case 
of In Re Ellis. 
I will not go into the matter of our right to raise the Ghestion be- 
cause Your Honor has already — 
THE COURT: Iam going to hold that you have the right to raise 
the question. I don't like to penalize any party in any kind of a law suit 
on the basis of some technicality and deprive any party of a substantial 
right by reason of a technicality. I have done that against wae Patent 
Office in the last few days also. 
MR. ROEMING: Yes, sir, Iam aware of that. Now is, Your Honor 
interested at this point, then, in seeing the comparison of the claims in 
the parent application? 
THE COURT: What is the difference? 
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MR. ROEMING: The only difference between the claims in the 
present application that is of any significance is the word "cast". Your 
Honor has already indicated that in view of the position taken by the 
plaintiff's counsel in his opening [91] argument that the vital point of 
this case is the paraboloidal surface in the background stated by the 
claim, is the critical matter, I call attention again to the fact that in the 
Examiner's answer, in the Defendant's Exhibit 1-H at page 6, the Ex- 
aminer makes the interesting statement in view of this indication that 
the paraboloidal curvature is the vital part of these claims and the 
others are of secondary significance. The Examiner says: 

"Thus it is considered that res judicata applies to the issue 
of paraboloidal curvature in these claims." 

THE COURT: Yes, it is quite clear that the other side wasn't taken 
by surprise. 

MR. ROEMING: Yes. And I think the very quality of their answer 
before this Court in response to our motion indicates a very thorough 
search of the law, and I know of no decision that I could cite in addition 
that would be of any significance on that point. As I say, we have given 
by our motion to amend written notice that we wanted to raise this point, 
and I point to the record to show that on the very point of the real novel- 
ty in this environment the issue was decided in the previous decision of 
the Board and there was no resort to the [92] courts to have that deci- 
sion reversed. 

THE COURT: Would you like to say anything in reply? 

MR. MISEGADES: Briefly. 


PLAINTIFF'S REBUTTAL ARGUMENT 


MR. MISEGADES: I would observe, returning to the combination of 
references, it is true that Courmettes refers to a cataract bifocal lens, 
but in point of fact it has been demonstrated that the word bifocal as 
used by Courmettes is not in fact what is commonly referred to in the 
art; that is to say, the focal distance of both parts of the Courmettes 
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patent are the same, there is no modification of the lower portion for 
reading as is commonly true. 
Now this is the foundation upon which the Patent Olfice builds, and 
if the foundation is weak it is my suggestion that you cannot modify it 
in any way to successfully cure its shortcoming. As to Tillyer, I will 
say that on the basis of my experience of seven-and-a-half years as an 
Examiner and my subsequent approximately 30 years of prosecuting 
patent applications, that I do not find in Tillyer any teaching of anything 
of significance except his observation of a fact of nature, namely, that 
the aperture is of appreciable size. Now I will [93] agree that he has 
provided a string of things that can be put together in a way that is con- 
trary to the welfare of my client if you pick out the right things. Spe- 
cifically, the reference has been made to the intention of Dr. Tillyer to 
correct for errors of human vision, particularly in that type of lens 
which has been corrected for marginal aberration of focus and astigma- 
tism. In other words, he is already modifying a lens that was previous- 


ly corrected for those difficulties, but then he points out that he is going 
to correct it further and he says that he can do it by resort to other 
types of grinding, but he doesn't tell you how to doit. He has said, I 
have found a problem and I will resort to existing devices that are to be 
found in the art. But he does not apply the suggestion in any practical 


way. As Isay, it is an extremely poor disclosure. 
In the matter of the resort to res judicata, I recognize the language 
of In Re Ellis. I was careful to include it as one of the citations that 
had been overlooked by the Solicitor. I would point out, however, that 
there is a slight lack of clarity there in that reference is made to the 
invention. Now the invention, particularly in the older decisions, was 
just the package of the claims and the specification. In more recent de- 
cisions the reference has been to [94] the claims as defining the inven- 
tion, and in this I would point out the dilemma that I was faced with upon 
receiving the decision of the Board of Appeals in the first! application. 
The Board of Appeals said that the mistake which I had mde in prose- 
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cuting the application was to confuse the word "one-piece" with such 
limitation as "cast". I will agree that this was indeed a mistake, but 
what Iam saying is — 

THE COURT: I wouldn't charge you with making a mistake. 

MR. MISEGADES: Oh, but Iam charging myself because I recog- 
nized it. 

THE COURT: It is just a difference of opinion, not a mistake. 

MR. MISEGADES: No, I will even go so far as to say quite cheer- 
fully that the Board of Appeals was correct in pointing this out to me. 
But faced with that and conceding the correctness of the Board of Ap- 
peals, I could not appeal the case in its then condition to a higher court 
because I needed the opportunity to correct an error. And I would sug- 
gest that it is apparent in the majority of the decisions, particularly the 
more recent ones, that some degree of liberality is granted the appli- 
cant or inventor in the question of what is the same [95] invention. The 
criterion is not fully is this invention over the claim that was refused, 
any more than is the case when an applicant presents several claims in 
an application. 

THE COURT: Mr. Misegades, I try to avoid determining anyone's 
rights, plaintiff's or defendant's, on technicalities. I try to decide cases 
on their merits. 

MR. MISEGADES: Thank you for that, sir. Now I would like to 
hand up a decision, comparatively recent, of the Court of Customs and 
Patent Appeals. It has not yet appeared in the bound volume. I direct 
your attention to page 57 of the decision, the latter one. This is the 
case of In Re Shuman at 150 USPQ 54, wherein the Court points out that 
the evidence of commercial success may be particularly significant 
where it is demonstrated that the commercial success is shown by the 
copying of the applicant's device by his competitors. 

THE COURT: I want to ask you this. I understood from the testi- 
mony that the’ plaintiff has sold his application to someone else. 

MR. MISEGADES: This is true. 
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THE COURT: Well, if that is so, how would he benefit by getting a 
patent ? 

MR. MISEGADES: By the terms of the contract of [96] sale. 

THE COURT: I see. | 

MR. MISEGADES: But the point Iam making is that this recent de- 
cision is a specific application of commercial success, namely, the 
copying of the invention by a competitor. Thank you. | 

MR. ROEMING: Your Honor, first of all, I wish to comment about 
the remarks about Tillyer. I very carefully took into account the con- 
tention previously made that this statement in the second paragraph of 
the Tillyer patent means something else than what it clearly said. I 
call Your Honor's attention to the fact that that statement cannot possi- 
bly be reasonably interpreted in the manner that plaintiff's counsel in- 
terpreted it because the patent specifically says, in column 2, and Your 
Honor has underlined that, Iam sure, in the copy before you: 

"Therefore, I assume it has dimensions and correct the 
aberrations by deforming the surfaces themselves." 

That is in talking about the invention. And when he makes the state- 
ment here in the second paragraph: 

"This invention relates to ophthalmic lenses for the cor- 
rection of errors of human [97] vision." | 

And this must be read: and relates particularly to that type of lens 
which has been corrected. That is the invention. 

THE COURT: Gentlemen, you have presented, both of you have pre- 
sented this matter very thoroughly and very ably and really made ita 
very interesting case in addition to that. I feel I have been much bene- 
fitted, especially by your arguments. : 

Iam going to take these papers home and go over them tonight be- 
cause I want to read the prior art again in the light of your arguments. 

If you will return at 10 o'clock tomorrow morning I will hand down 
my decision. 
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This photograph was taken 
through a +12.00D glass 
erical cataract lens (minus 
ase)... an excellent lens by 
present-day standards. But 
® the limited field of view it 
. . the presence of marginal 
tions and distortion . . . the 
alled “‘tunnel-vision” effect. 
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PICTURE: 


is photograph was taken 
‘ough a +12.00D AOLITE 
ric Cataract Lens — under 
ly the same conditions as 
btograph above. Notice the 
ler field of view it offers . . . 
ual absence of aberrations 
and distortion . . . and, the 
ence in detail, particularly 
at the edges. 


Obviously, the new AOLITE ASPHERIC CA TARACT 
LENS is far superior to the glass spherical lens. And, here 
are the reasons why: _ 
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are fabricated with continuall 


week conventional cataract lenses — 

which employ single base curves — the 
surface of the new AOLITE ASPHERIC 
CATARACT LENS is made with a contin- 
ually changing tadius of curvature from 
center to outer edge. | 
This virtually eliminates both marginal 
sphere and cylinder power errors and dra- 
matically improves| visual acuity for 
oblique areas of view. The entire lens is use- 
ful . . . there’s no “tunnel-vision” effect. 


| 
Already, the AOLITE)/ ASPHERIC CAT- 
ARACT LENS is being hailed as the most 
significant advance in japhakic lens design 
asm “sam in well over a decade. Certainly, it offers 
cataract patients wider, more generous 
fields of view than ever before possible . . . 
opens new and broader avenues of vision for 
them ... truly widens their worlds. 


PRESCRIPTION RANGE FOR COMPLETE DETAILS 


SPHERE CYLINDER 


GLE VISION +8.25 they +16.00D | —0.25D thru —4.00D 
BIFOCAL +8.25 thru +16.00D | —0.25D thru —4.00D | +2.50 and +3.00 
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AOLITE — The Secret of Aspheric Lens Reality 


PRACTICAL 


The success of Amenean Optieal Companys in producing 
an aspheric lens senes rextx with the development of 
AOLITE —a synthetic Jens material which lends itself to 
aspheric fabrication 


Because of this, new AOLI LE ASPHERIC CATARACT 


LENSES can be offered on an economically practical 
sis. 


UGHTWEIGHT 


AOLITE has other advantages. too. It possesses all the 
optical properties of glass. . yet, it is only half the 
weight of glass, has up to four times the impact resistance. 
Patients adjust earlier, more comfortably to AOLITE 
ASPHERIC CATARACT LENSES. : 


COSMETICALLY ATTRACTIVE 


AOLITE ASPHERIC CATARACT LENSES are less 
conspicuous than ordinarv glass spherical cataract lenses. 
Moreover, they can be edged to fit any modern, fashion- 
a —a frame which is light, comfortable, smartly 
sty! 


ULTRAVIOLET CUT-OFF 

AOLITE, of course. has excellent ultraviolet absorption 
characteristics . . . gives patients maximum post-operative 
preter tin. Tranamission i actually lew than 5%, at 350 
millimicrons — comparable to popular Cruxite glass. 


tbout this revolutionary new lens, see your American Optical Representative . . . or write: 
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UNITED STATES PATENT OFFICE 


2,574,960. 
CATARACT BIFOCAL LENS 
Henry, A. Courmettes, Coronut Grove, Fis. 
Application Ovtober-14, 1946, Serial No. 703,192 


1 2 Claims. 

The: objects of the invention are to. produce 
an. ophthalmic cataract bifocal Jens: having: the 
following features; means: to. obtain the indir 
vidual inclination: for-each.and both:of its visual 
areas as desired to improve their disposition: to 

: their respective line of: vision, and means whereby 
aeparate: control of: the degree: of light transr 
mission for each of its visual areas; may: be in- 
cluded. . 

I obtain these objects, first, with a new one- 
piece segment lens.of the thin edge convex type 
but of double lenticular form. disposed one above 
the other and in which its inner. side has two 
differently curved surfaces strongly inclined to 
each other whereby, in combination with its uni- 
formly finished convex outer side, a different 
plane of inclination and desired: location: of op- 
tical center are created: for each of its: two 


adjoining sides. of. both lenses. 

surface fitting form; where light control is de- 
sired, the said main supporting biplanar lens is 
made up of two glass sections, an upper and & 
lower, having different specific light transmitting 
powers and/or colors and fused: edge to-edge in a 
suitable line and: upon: which: the segment lens 
ig then secured to so that its upper lenticular 
portion extends over the upper and its lower por- 
tion extends over the lower glass section of the 
said main supporting lens, thus, the segment lens 
may be of colorless glass and the finished lens 
be differently treated for light transmission in 


(CL 88-54): 


2 
may. have direct vision in line with objects viewed 
without interference of prism and chromatie 
aberrations, and by s slight turn of the lens upon 
itself give the true pupilary distance for reading. 

The two component lenses may be secured tor 
gether by any method known to the art. 

More. specifically, references are made to the 
drawings which form a part of this invention: in 
which similar characters refer to similar parts 
throughout and in which: 

Fig. 1 is a front face view of the one-piece seg 
ment lens.component showing its double lenticu- 
lar form. e 

Fig. 2 is a sectional perpendicular side view 


lated angle 4b and 58D to each other and shaped 
to form, in combination with the single convex 
surface of its outer side 14, two lenticular portions 


. The reference to color or shade of glass used 
herein is understood to include white glass (col- 
orless) , smoke, etc. in any shade or tint and, like- 
wise, light transmission power applies to glasses 
of various colors, shades, tints, white (colorless), 


conceived and their uses included in the inven- 
tion. 


Having thus explained and described my oph- 
thalmic cataract lens and method for making 
the same, I claim: 

1. A cataract ophthalmic bifocal embodying 
the combination of twa lenses; one, a biplanar 
main supporting lens constructed of two glass 
sections having different specific light transmis- 
sion powers and joined together in an angular 
position substantially corresponding to the de- 
sired relative tilting of their respective visual 
parts in the finished lens, the inner surface curva- 
tures of said biplanar main supporting lens being 
different to the extent of the additional power re- 
quired for near vision over that of the distant 
vision correction; the second, a one-piece segment 
lens of the thin edge convex power type secured 


upon the outer side of the said.supporting lens 45 


and covering a part of both of its sections thereby 
creating two visual areas corresponding in shape 
to that of the individual part of the one-piece 
segment lens extending over each of the said sec- 


tions and, thus combined, provide the total di- 50 


formed, with respect to one of 1 

respond to the form ofthe side 

lens upon which it is secured. 
2. A cataract ophthalmic bdif 


ing of their respective visual parts 
ished lens, the inner surface curvatures o: 
biplanar main 


segment lens extending over each of the said sec- 
tions and, thus combined, provide the total di- 
optric powers for both visual areas in the finished 
lens; further, said segment lens being formed, 
with respect to one of its sides, to correspond to 
the form of the side of the biplanar lens upon 
which it is secured. H 
HENRY A. COURMETTES. 
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To all whom it may concern: 

Be it known that I, Eocar D. Trutyer, a 
citizen of the United States, residing at 
Southbridge, in the county of Worcester 
5 and State of Massachusetts, have invented 
certain new and useful Improvements in 
Lenses, of which the following is a specifi- 
cation. : 

This invention relates’ to ophthalmic 
10 lenses for the correction of errors of human 
vision and particularly to that type of lens 
which has been corrected for marginal aber- 
rations of focus and astigmatism, and in 
addition thereto further corrected for errors 


15 due to the fact that the aperture of the eye 


has an appreciable magnitude instead of 
being a point; and the process of making 
such lenses. | 

The principal object of the invention is to 


20 provide an ophthalmic lens, and a way of 


making same, free from errors paualy pres- 
ent in an ophthalmic lens caused by the 
magnitude of the aperture of the eye. : 

her ores and advantages of the in- 
vention will be readily apparent by ref- 
erence to the following specification taken 
in connection with the accompanying draw- 
ings, and it will be understood that I may 
make any modifications in the specific de- 
tails of construction or steps shown and de- 
scribed within the scope of the appended 
claims without departing from or exceed- 
ing the spate of my invention, the preferred 
form only being shown and described for 
sake of illustration. 

To facilitate an understanding of the fea- 
tures hereinafter refe to I have ap- 
pended a sheet of drawings illustrative of 
the same. Similar references throughout 
the specification and drawings refer to 
similar parts. : , 

e figure represents a diagrammatic 
cross sectional view Giough the lens and the 
eye, showing the lines of vision for point 
aperture, and for wide aperture. 

In_ ophthalmic lenses hitherto manufac- 
tured the calculations for the lens 
always been based on the theory that the 
aperture of the eye was a point; that is that 
it was of infinitesimal size. Now, as a mat- 
ter of fact, the aperture of the eye has di- 
mensions; it is of appreciable size, and it is 
the object of my invention to take account 
of this size of aperture and to calculate the 


have- 


curves of the lens to compensate for or take 
care of this feature of vision. 

In ophthalmic lenses there are two types 
of distortion present, one a function of the 
angular rotation of the eye, that is, the eye 
does not rotate as far with the lens on as it 
does when it is off in a negative lens, and 
vice versa for a positive lens. ‘his type of 
distortion is a function of the distance of 
the center of rotation of the eye from the 
lens surface, as well as the ratio of the two 
surfaces of the lenses to each other, and is 
the one usually considered in a Jens system. 

However, the apparent distortion to the 
eye is not a function of the ee rotation 
of the eye but is a/function of the pupil of 
the eye, and this has always been considered 
a function of the center of rotation of the 
eye and not of the pupil of the eye. 

In my invention I deform the lens surface 
or surfaces in such|a way astocorrect the dis- 
tortion at any individual point of the eye 
position and at the same time the astigma- 
tism of the lens, the stop point for the astig- 
matism being the center of rotation of the 
eye, and that for the distortion the pupil 
position of the eye| at that particular point 
of rotation of the eye in its socket. 

Where the diameter of a bundle of rays is 
no longer very small, as usually assumed it 
is limited in oblique directions by the diam- 
eter of the pupil of|the eye. Now. if we cor- 
rect the power and astigmatism by sha ing 
the lens we have no variable left to Inodity i 
we use spherical or toric surfaces, but in 
strong powers the aberrations, such as spher- 
ical power, coma, etc., are quite important 
due to the pupil not being a point as pre- 
viously assumed. Therefore, I assume it has 
dimensions and cofrect the aberrations by 
deforming the surfaces themselves. 

Referring to the; drawings: the lens sur- 
faces are represented by the characters 1 and 
2, 1 being the front surface of the lens. 3 
reece the center of rotation of the eye; 
4 the eye ball; 5 the pupil; 6 the aperture of 
the pupil; 7 the position on the retina where 
the rays are brought to focus when the bun- 
dle is a small one,'and the aperture of the 
pare is considered to be a point. The small 
pundle of rays is represented by the lines 
8—7, and the large bundle by the lines 9—11 
and 9—10. | 

The lens shown has been first corrected for 


90 


95 


wer and astigmatism using a small bundle 
Bt rays 8—7. Considering the pupil aper- 
ture as a point, the rays focus on the retina 
at 7. Having determined the curves to pro- 
duce the lens for shall aperture assumption, 
I next consider a large bundle of rays, as 
indicated by the lines 9—11 and 9—10, tak- 
ing into account the full opening 6 of the 
pupil of the eye. It! will be seen that these 
lines do not focus on the retina at 7, but 
cross ‘each other at some-other point, thus 
introducing aberrations. To correct these 
aberrations I deform the lens surfaces in 
such a way as to retain the original desired 
power and freedom from astigmatism and at 
the same time will cause the lines of the big 
bundle to focus at the proper point on the 
retina. | 

I may either grind the lens to the curves 
calculated for point aperture and deform the 
surfaces locally to correct the aperture aber- 
rations, just as a telescopic lens is corrected 
by grinding away minutely until the lens is 
correct in all sections, or I may calculate 
5 such mathematical curves-as will give the 
approximate desired results, and grind the 
surfaces to these curves on grinding mecha- 
nism designed to trace these mathematical 
curves. 

A deformed curve is one which is not a 
regular spherical, cylindrical or toric curve, 
such as hitherto used in the manufacture 
of ophthalmic lenses but which is a vari- 
able curve, such as elliptical, parabolic, etc. 

The culations for determining the 
curves of the lens follow the usual formulae 
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for calculating lens surfaces and are arrived 
at in a similar manner; these formulae and 
methods of calculating lens surfaces may be 
found in any textbook or treatise on Jens 
grinding. The method of grinding the sur- 
faces, including roughing, smoothing, pol- 
ishing and finishing is the same as that for 
regular ophthalmic lenses, using the same 
kind of tools and grinding ingredients which 
are well known in the art. 

Having described my invention, what I 
claim is: ; 

1. The method of making ophthalmic 
lenses comprising making a lens with sur- 
faces related to give desired focal and astig- 
matic values for a point aperture of the 
pupil of the eye, and altering said surfaces 
to correct for the width of the pupil opening. 

2. An ophthalmic lens having surfaces re- 
lated to give the desired focal and astig- 
matic values for point aperture of the pupil 
of the eye, one of said surfaces being de- 
formed to correct for the width of the open- 
ing in the pupil of-the eye. 

3. An ophthalmic lens having its bound- 
ing surfaces related to give desired power 
of astigmatism about the center of rotation 
of the eye and deformed to produce the de- 
sired focal ipower for the actual aperture of 65 
the pupil of the eye. 


In testimony whereof I have affixed my 
signature in presence of two witnesses. 
EDGAR D. TILLYER. 
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NO. 20,838 


WALTER M. FREEMAN, 
Appellant, 


Vv. 


EDWARD J. BRENNER, 
Commissioner of Patents, 


Appellee. 


APPEAL FROM THE UNITED STATES DISTRICT COURT 
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ae 


for the Siri? ct Guumbio Shea 804 Washington Building 
Washington, D. C. 20005 


United States Court cf Arcocts KEITH MISEGADES 
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Na Tienes CA tc 


CLERK - 


Attorney for Appellant 


STATEMENT OF QUESTIONS PRESENTED 


1. The principal question presented is whether the Trial Court 
and the United States Patent Office erroneously rejected Appellant's 
claims as unpatentable under 35 U.S.C. § 103 on the ground that the 
subject matter of: Appellant's invention would have been obvious to 


a person having ordinary skill in the art. 


2. Ancillary to the principal question there is the question 
as to whether the Trial Court erred in construing and applying two 
of the prior art patents, Tillyer and Courmettes, which were relied 


upon in rejecting Appellant's claims. 


3. Ancillary also is the question whether it is necessary for 


the Plaintiff in a civil action under 35 U.S.C. $ 145 to establish 


that there is no rational basis for the Patent Office refusal of 


claims. 
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Jurisdictional Statement 


This is a civil action by Walter M. Freeman, Plaintiff-Appellant 
(hereinafter called Appellant), a citizen of Pennsylvania against 
Edward J. Brenner, Commissioner of Patents, Defendant-Appellee 
(hereinafter called Appellee), pursuant to 35 U.S.C. Sec. 145, 
seeking a decree that Appellant is entitled to Letters Patent for 
his invention as disclosed and claimed in his application Serial 
No. 258,116, filed February 8, 1963 (P1.Ex. 3, JA25). Jurisdiction 
was vested in the United States District Court for) the District of 
Columbia by virtue of said Section 145 and this Honorable Court has 
jurisdiction on appeal under 28 U.S.C., Sec. 1294. 


Statement of the Case 


Appellant's application relates to an eyeglass lens for cata- 
ract patients. Prior to the commercial availability of eyeglass 


lenses made in accordance with appellant's invention, eyeglasses 


Supplied to cataract patients were commonly very heavy and did not 


permit the individual to have as much side vision as he had prior 


to the time he had lost his vision due to cataracts. This condi- 


tion was frequently referred to as "tunnel vision", Appellant's 
lenses permit significant restoration of side vision to cataract 
patients. The application contained twelve claims| Claims 1 to 8, 


attached hereto as Appendix "A", remain for consideration. All of 


Aah 


said claims were finally rejected by the Examiner on November 15, 


1963 and the Board of Appeals affirmed the Examiner on May 18, 


1965 (Pl. Ex. 3, JA 2), relying, among others upon the following 


patents (Def. Ex. 1, Tabs A & D, JA 85, 91): 
Courmettes 2,574,960 November 13, 1951 
Tillyer 1,356,670 October 26, 1920 
All of the claims were rejected under 35 U.S.C., Sec. 103 upon 
Courmettes in view of Tillyer, it being the opinion of the Examiner 
and the Board that the Freeman invention would have been obvious 
at the time the invention was made, to a person having ordinary skill 


in the art. 


Plaintiff duly filed his complaint (JA 2) in the United States 
District Court for the District of Columbia, pursuant to 35 U.S.C., 


Sec. 145, seeking allowance of all the rejected claims. 


At trial before Honorable Alexander Holtzoff (Tr 1, JA 3) 
plaintiff relied in part upon the record as made in the Patent 
Office but also presented new evidence including testimony of appel- 
lant and exhibits. Defendant stood upon the record made in the 
Patent Office. 


Following closing arguments on November 16, 1966, Judge Holtzoff 
continued the case until the following morning. On November 17, 
1966 Judge Holtzoff read his oral opinion, rendering judgment for 
the defendant and dismissing the complaint, tne basis of his de- 


cision being that the subject matter was obvious and unpatentable 
under 35 U.S.C., Sec. 103 (JA5) Counsel for the defendant was 


instructed to prepare Findings of Fact and Conclusions of Law (JA11) 


and these, together with an order granting motion of the defendant 


to amend answer (JAl1) were entered on December 5, 1966. 


Plaintiff has duly perfected appeal to this Court and the fol- 
lowing summary of the record will lay the basis for establishing 
that the oval opinion, Findings of Fact, Conclusions of Law and 
Judgment are clearly wrong and that the appellant is entitled to 


Letters Patent as sought. 


The Freeman Invention 


The invention, -shown in the drawing (P1.Ex.3, JA 31) consists 
of a lens having a distant vision portion 1, erranced Symmetrically 
about a vestical axis and a near vision portion 2 below it. While 
the drawing is not intended to be precisely to scales it will be 
observed that the lens is rather thicker than usual. This is 
characteristic of lenses for cataract patients. Not an essential 
part of the invention is the surrounding and supporting edge 3. 
Also, as shown in Figure 2, an additional correction can be ground 


into the rear face 4 of the lens. 


The nature of this invention does not make it practical for it 
to be understood from the drawing alone. The specification, being 


addressed to the optical technician may require Some added explana- 
| 


aS 


tion. 


A lens affords magnification by reason of its curvature — 
greater curvature gives more magnification but, at the same time, 
the area of vision seen in magnified form, is cut down. It is for 
this reason that the photographer backs off from the group, in or- 
der to get a clear image of the persons standing at the ends of the 


group. 


Because the natural lens has been removed from the cataract 
patient, the eyeglass lens that is worn, must replace this as well 


as provide for corrections. This requires greater curvature for 


more magnification, reducing the field of vision. This is primarily 


manifest at the sides, since much of the downward area in a bifocal 
lens is arranged with a reading correction. It is this loss of 
vision in the cataract patient that has come to be called "tunnel 


vision". 


The optical technician, engaged in the manufacture of eyeglass 
lenses, grinds his lenses with a spherical correction. That is to 
say, the surface of the normal eyeglass lens constitutes a small 
fraction of the surface of a sphere, if the patient's condition is 
the simple one of correction for near or distant vision. An ad- 
ditional correction is made for the astigmatic patient but this is 
not presently germane to the explanation. The use of spherical 
surfaces in the optical industry is largely dictated because they 


can be economically and exactly reproduced in any optical shop to 


aie 


provide each patient. with the exact prescription required for his 


needs 


In order to provide the cataract patient with the desired wider 
angle of vision, appellant has provided a lens wneretn the distant 
vision portion of the lens is ground with an aspherical (non- 
spherical) curve, called a paraboloidal curve, with!the magnifica- 
tion significantly greater in the center than at the side portions. 
As a result, with the Freeman lens, the cataract patiens has a re- 
latively wider range of side vision, freeing him from the necessity 
of turning his head from side to side, as has heretofore been ne- 
cessary. 


Development and Accomplishments — 


Parabolic curves, as such, are not new in the field of optics. 
They are regularly used in the grinding of large telescope mirrors 
but they have not been normally used by optical eecinaictaris of 
the class who usually grind eyeglass lenses to f111 the require- 


ments of the average eyeglass wearer. 


Mr. Freeman has long been a wholesale and retail optician who 
grinds eyeglass lenses to the prescription of eye doctors and fits 
| 


them to frames for the wearers. As such, he did not have the equip- 


ment for grinding parabolic curves (Tr.31 JA46) nor would others 


in his position. The substitution of a parabolic surface in an eye- 


glass in place of the usual spherical lens is not some thing an op- 
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tician can do so it would not be within his ordinary skill to do. 


It required some time for the inventor, with the aid of outside 
laboratories to successfully make the desired lens. After that, 
others copied his work. One of the copies is shown and described 
in the advertising brochure constituting Plaintiffs Exhibit No. 

2, JA79 . It would be presumptuous to characterize this invention 
as one of the most significant of the century but it is one that is 
commercially successful, it fills a long-felt want and it contributes 


significantly to the comfort and convenience of many eyeglass users. 


The Prior Art 


A number of references were relied upon by the Examiner and the 


Board of Appeals but, before the District Court (Tr 102 JAT ) 


counsel for the Patent Office relied upon two patents and the Court 


followed this in the Opinion. 


The first of these is Courmettes, No. 2,574,960. This patent dis- 
closes a lens in two segments for cataract eyeglasses. The curva- 


ture shown in this patent is spherical - not parabolic. 


The second patent relied on by the Patent Office is Tillyer, 
No. 1,356,670. This patent relates to optical lenses generally and 
particularly discusses correction of marginal errors of focus and 
astigmatism, indicating that aberrations may be corrected by a de- 


formed curve such as a parabolic one. 
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Tillyer explains that, since the main corrections in ordinary 
eyeglasses are made by spherical grinding, the additional corrections 
he proposes, must be made by resorting to compound curves but how 
this is done is not clearly explained. The Patent Office has said 
that Tillyer's suggestion may be employed, without invention, to 


modify Courmettes. 


Appellant's Position 


It is appellant's position that any obviousness springs from 


hindsight and that unobviousness is demonstrated by recognized ex- 
i 


perts in the art both in word and in deed. 


STATUTES AND RULES INVOLVED 


The relevant parts of the statutes and rules involved in this 


case are as follows: | 


35 U.S.C. 3 103. Conditions for patentability; non-obvious sub- 


ject matter 


| 

A patent may not be obtained though the invention is not 
i{dentically disclosed or described as set forth in section 102 
of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the sub- 
ject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art 
to which said subject matter pertains Patentability shall not 
be nevatived by the manner in which the invention was made. 


| 
35 U.S.C. 8 145. Civil action to obtain patent 


An applicant dissatisfied with the decision of the Board of 
Appeals may unless appeal has been taken to the United States 
Court of Customs and Fatent Appeals, have remedy by civil action 
against the Commissioner in the United States District Court for 
the District of Columbia if commenced within such time after such 
decision, not less than sixty days, as the Commissioner appoints. 

i 
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The court may adjudge that such applicant is entitled to receive 
a patent for his invention, as specified in any of his claims in- 
volved in the decision of the Board of Appeals, as the facts in 
the case may appear and such adjudication shall authorize the 
Commissioner to issue 3uch patent on compliance with the require- 
ments of law. All the expenses of the proceedings shall be paid 
by the applicant. 


Federal Rules cf Civil Procedure 


Rule 52. Findings by the Court 


(a) Effect. In all actions tried upon the facts without a 
jury or with an advisory jury, the court shall find the facts 
specially and state separately its conclusions of law thereon and 
direct the entry of the appropriate judgment; ... Findings of 
fact shall not be set aside unless clearly erroneous, and due re- 
gard shall be given to the opportunity of the trial court to 
judge the credibility of the witnesses. 


STATEMENT OF POINTS 


Point ONE 
The Court clearly erred in finding and concluding that all of 


Appellant's claims are unpatentable as obvious under 35 U.S.C. $103. 


Point TWO 
The Court erred in finding that the subject matter of Appellant's 
claims would be obvious to one skilled in the art in view of the 


prior art. 
Point THREE 


The Court erred in finding that the Courmettes patent No. 2,574, 
960 discloses an integrally formed, one-piece plastic cataract bi- 


focal segment lens. 
Point FOUR 


The Court erred in finding that Appellant was required to estab- 
lish that there was no rational basis for the Patent Orfice refusal 


of the claims. 
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SUMMARY OF ARGUMENT 
Point ONE 


A. The Trial Court found and concluded, as did the Patent Of- 
fice that the Freeman invention was unpatentable under 35 U.S.C. 
3 103. | 


B. We submit that those findings and conclusions are erroneous 
because there was not employed the standard of wnat an ordinary 
man skilled in the art might do, but rather an incredibly higher 
standard. The evidence shows that even those Sores skilled in 
the art declared that there was a long felt want for the invention 
and admitted failure by others to satisfy this ance It also 

| 


shows imitation by others after success, 


Point TWO 


A. The Trial Court found, as did the Patent Office that the in- 
| 


vention would be obvious in view of the references. 
| 
B, We submit that the evidence shows that: 1. the use of para- 
bolic curves was not available to one ordinarily skilled in the 
art; 2. the only patent teaching the use of parabolic curves, namely, 
Tillyer was a "paper" patent and 3. Tillyer failed to show how his 


proposals could be put into effect. 


Point THREE 


A. The Trial Court found that the Courmettes patent No. 2,574, 


960 discloses a bifocal cataract lens. 


B. We submit ‘that the Courmettes patent discloses a one-piece 
lens composed of ‘two segments arranged at an angle to each other, 
having a single, ‘continuous external surface of the same curvature, 


thereby effectively excluding bifocal character. 


Point FOUR 


A. fhe Trial Court found that Appellant was required to estab- 
lish that there was no rational basis for the Patent Office refusal 


of the claims. 


B. While we believe that the record does indeed establish that 
the Patent Office refusal of claims was without rational basis, the 
Supreme Court has declared that the ultimate question of patent 
validity is one of law. Since the question of patentability is 
equivalent to that of validity we take the position that it was the 
proper function of the Trial Court to inquire into all matters of 
law before it. 


ARGUMENT 


Appellant recognizes a dual burden in undertaking to overcome the 
decision of the Court below and the decision of tne Patent Orrice 


rejecting his claims. 


The preparation of a patent application is exacting. While, 
under former practice, Examiners were expected to resolve doubts 
in favor of the applicant, in point of fact, there has been a feeling 


by solicitors, that doubts have been resolved against applicants ir 


many cases, 
| 


Further, when review is sought in the District Court, it has 


been said that there is a presumption of correctness attached to 
the findings of the Patent Office although, if the action is shown 
to be "clearly erroneous", the court must find for the plaintiff 
Tietig v. Ladd, 228 F. Supp. 636, 639 (D.C. DC 1964) . Likewise, 
under Rule 52(a), F.R.C.P. the Trial Court's Findings of Fact are 
to be set aside only if "clearly erroneous". | 

This Court has announced the rule that the presumption favoring 
the finding of the Patent Office is reinforced when confirmed by the 
District Court and will not be overturned unless clearly infected 


with error. Zenith Radio Corporation v. Ladd, 114 App. D.C. 54, 57, 
310 F 2a 860, 862 (1962). | 
| 


However, since the question of patentability is a@ matter oflaw, 
Appellant is encouraged to bring that matter to this Honorable Court 
for review. 


Point ONE 


The court clearly erred in finding and concludirg that all of 
Appellant's claims are unpatentable as obvious under 35 U.S.C. $103. 


(Conclusion of Law No. 1) 


"A patent may not be obtained...if the differences 
between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would 


=e | 
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have been obvious at the time the invention was made, to 
@ person having o nary 8 n the art... 


Recently the application of this section has been authoritative- 
ly stated in Graham v. John Deere Co. 383 U.S. 1,17,18; 86 S.Ct. 


684,694 (1966) in the following language: 


" ,. the $103 condition, ... lends itself to several 
basic factual inquiries. Under 8103, the scope and content 
of the prior art are to be determined; differences between 
the prior art and the claims in issue are to be ascertained; 
and the level of ordinary skill in the pertinent art resolved. 
Against this background, the obviousness or nonobviousness 
of the subject matter is determined. Such secondary considera- 
tions as commercial success, long felt but unsolved needs, 
failure of others, etc., might be utilized to give light to 
the circumstances surrounding the origin of the subject 
matter sought to be patented. As indicia of obviousness or 
nonobviousness, these inquiries may have relevancy." 


One of the requirements of the statute is that the determination 
as to what would be obvious is to be made as at the time the inven- 
tion was made. The testimony shows that the invention was made in 


the late summer or early fall of 1956 (Tr. 30 JA46), 


The Court, in assessing the quality of the testimony stated: 


"In this instance we have the views of impartial experts 
of the Patent Office..." ... "Naturally, although the Court 
has no doubt of his sincerity or probity, he has a partisan 
point of view'and his opinion is not sufficient to overcome 
the highly skilled and expert opinions of the Patent Office, 
especially because officials of the Patent Office are neutral 
and impartial iin such matters, as well as acquiring and de- 
veloping a high degree of skill." 


It is submitted that the Court has pointed to a serious wealness 
in the quality of the Patent Office evidence, available from the 


record of the application. The Patent Office conclusions as to 


| 
what is obvious take place a year or more after the invention date, 


the frame of reference specified by the Statute. Thus, the Patent 


Office is led to include more background of technology in its esti- 


mate of what is obvious than it ought. | 
| 


The Trial Court paid tribute to the high skill and expert opinion 
possessed by the Patent Office officials. It is submitted that such 
qualities are excluded by the Statute which sets the standard of 


judgement as that of a person having only ordinary skill in the art. 


Although these officials are impartial in not preferring one in- 
ventor to another, it is difficult for them to place themselves in 


the position of an ordinary person as requived by the Statute 


because: 1. they have greater expertness and 2. they have the benefit 


of hindsight. Is it not desirable to test the objectivity of judge- 


ment of the men of the Patent Office? 


One of the leading producers of eyeglass supplies in the United 
States is the American Optical Company Appellant is a customer 
of this compary but has no other interest in it. It is to be ex- 
pected that its conduct and that of its employees [would not favor 


Appellant. 


One of the references employed during the prosecution (Def. 
Ex. 1, Tab F, JA 97) but abandoned below by Patent Office counsel, 
was an article by J.K. Davis & Gilbert Cloter of the Research De- 
partment of the American Optical Company: An Rporoaen to the Pro- 


blem of a Corrected Curve Acromatic Cataract Lens, This paper was 
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read orally a numter of months before Appellant made his invention 
and was published shortly afterwards Since the statements made 


therein are close! in time when the invention was made and, coming 


from members of the Research Department of a leading company in the 


industry should reflect expert, ratner than ordinary knowledge of 


the art defined by the title of the paper. The authors state: 


"The problem of designing a corrected curve and/or acro- 
matic cataract’ lens seems to have been passed by, as design 
of ophthalmic lenses has progressed in the past few years." 

"Tt is obvious that there is room for improvement, 
and if improved cataract lenses could be made available to 
the people who need them, an important group of our popula- 
tion would receive better vision than they have been receiving 
heretofore." 

"It ts common knowledge that cataract lenses suffer 
severely from marginal astigmatism, marginal power errors, 
chromatic aberration and distortion." (p. 643 

"When one analyzes why one cannot design a singlet 
cataract lens which is corrected for power and astigma- 


tism for oblique fields of view, one can see the only 


door By for correcting these aberrations is a double lens." 
p. 64 


These are research employees of American Optical Company, owner 
of the Tillyer patent, used by the Patent Office as a reference. 
They had made an expert study of the problem and had concluded that 
there wasS no solution to the problem unless a two-piece iens was 
used. These men, perhaps not as expert as the Patent Office officials, 
but nevertheless expert, did not find obvious what the Patent Office 
eld to be obvious. 

The conduct of the American Optical Company subsequent to this 


publication is also revealing. Appellant, after extended search 
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finally, in the early summer of 1958, was able to get molds made so 
| 

that he could produce satisfactory lenses (tr. 37,,JA 49). This 
\ 

difficulty itseif shows that it required more than! ordinary manu- 


facturing ability to produce the invention. 


No equivalent article was then availatle but the American Op- 


tical Company advertised its product in October 1958, following 


Appellent's success, (Tr. 39,40 JA 51). These lenses had to be or- 
| 


dered finished from the factory. Lens blanks for processing by 


optical technicians were not offered until 1963. 
The lens blanks were advertised by means of the advertising bro- 
chure placed in evidence as Plaintiff's Exhibit 2. (JA 79). This 
brochure describes the substantial duplicate of Appellant's inven- 
tion. Eight years after the employees of American Optical Company 
said there was no prospect of a satisfactory one-piece lens; seven 
years after Appellant's invention, five years after Appellant suc- 
cessfully produced the product, the American Optical Company offered 


the lens as its own. 


This is the real measure of what was ordinary $kill in the art 
at the time Appellant made his invention. To tne /highly skilled 
Patent Office personnel, armed with hindsight Chel cnivencvon seemed 
obvious, Without hindsight Davis and Clotar said it was impossible. 


Several years later, their employer copied it. 


The conduct of American Optical Company in adopting Appellant's 
invention is similar to that commented upon in Application of 
Shuman, 361 F. 2d 1008 at 1012 (C.C.P.A. 1966). 

"Appellants have submitted substantial evidence to 
demonstrate the commercial success of their invention and 

the adoption of their invention by the writing industry. 

Appellants submit that 'the invention was not obvious to the 

general industry prior to the public disclosure of Appellant's 

invention' and that substantial segments of the industry 

have copied Appellant's ball construction. 

'There is no doubt that such evidence is relevant as 
bearing on ‘secondary consideration! in an inquiry under 

Sec. 103. Graham v. John Deere Co.'" (Cited above) 


Point TWO 


The Court erred in finding that the subject matter of Appellant's 


claims would be obvious to one skilled in the art in view of the 


prior art. (Finding of Fact Nos. 6 and g to 12) 


The Patent Office officiais have drawn the hindsighted legal 
conclusion that it would be obvious to one ordinarily skilled in the 
art to modify the surface curvatures of the Courmettes to parabolic 


form in view of Tillyer. 


It has been demonstrated under Point One, that a particular 
group of highly skilled individuals actually did not make this sub- 


stitution. 


Why did this group not make the substitution and why would it not 
be sbvious to one of ordinary skill in the art, at the time the in- 
vention was made? 


Appellant has been in the optical business for 35 years He has 
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made and sola other inventions besides the instant, one. (Tr 22, 

JA 41). He may therefore be characterized as be ing reasonably well 
skilled in the art, actually, rather than hypothetically, and, by 
reason of his successful sale of inventions, Appellant might be 
expected to have somewhat more than ordinary skill and acquaintance- 
ship with the art in which he has been working for the past 35 years. 
As stated in the course of the Transcript, pages 30-32 (sA 45,6), 

the majority of the eyeglasses used in the United States are ground 
in shops such as his. These shops are not equipped to grind para- 
bolic curves. Eventually (Tr. 37; JA49) after a delay of more than 
a year and a half of searching, Appellant was abie to obtain a mold 
ground with the proper parabolic curve. Appellant 's account of his 
experiences shows that men of ordinary skill in the art do not have 
access to optical goods ground with parabolic curves, that it is 
difficult and expensive to cbtain them. So, although the fact of the 


existence of parabolic optical curves can be freely admitted as 


known, a person of ordinary skill in the art would recognize the 


| 
inaccessability of such an expedient and dismiss the thought of 


using one. 


The Appellant, on examination (Tr. 46, JA54) stated that the 
Tillyer patent lacked adequate directions for eons it into ef- 
fect and that he had never seen a lens made in accordance with the 
Tillyer teaching. (Tr. 50 JA57). If the Tillyer invention had 
gone into commercial use, it is reasonably likely that a profession- 


al with the experience of Appellant, should have seen it, es- 
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pecially since the patent was owned by a company having as good 


production facilities as any in the industry. Counsel for ap- 


pellee made no effort, either by cross examination or by submis- 
Sion of testimony, to explain how the Tillyer patent might be made 


operative. 


A current comment on "paper" patents such as Tillyer is found 
in American Cyanamid Co. v. Hercules Inc. 151 U.S.P.Q. 488, 493, 
496 (D.C. Del) 


",.. Second, the '935 patent is a "paper patent", one that 
has never been commercially exploited. Traditionally the 
courts have looked askance upon efforts to enforce paper 
patents, developing the doctrine that they are to be strictly 
construed." (p. 493) 


"The plaintiff's non-use of the '935 patent, and the 
defendant's corresponding success with Kymeme 557 brings 
to mind an established line of patent cases which holds 
that paper patents should not be permitted to blanket an 
industry, forcing the manufacturer of a commercially suc- 
cessful product to pay tribute." (p. 495) 


The Berry case contains an excellent restatement of the 
doctrine. There the plaintiff was the owner of a patent 
covering the continuous vacuum distillation of petroleum 
products. The defendant in 1926 marketed a commercially 
successful distillation unit, and in 1929 the plaintiff, 
in a renewal application, sought to specifically encompass 
the defendant's product by altering the general language 
of the patent The amendment to the claims of the patent 
was permitted, and the plaintiff instituted an infringement 
action. In addition to finding the amendment of the patent 
improper, the Court embraced the doctrine disfavoring paper 
patents: 


"Since 'no single unit or combination of units 
as described in the specifications of the Loomis patent, 
have ever been put into commercial use,' it will be 
seen that the alleged invention of the patent did in 
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trutn and fact in no way promote the progress of the 
refining art. (This is) a case where a court snould 
not blanket an industry oy enforcing a noause patent... 
'It would...be grossly unfair to compel the builder 

of a practical working machine to pay tribute to one 
who has added nothing of substantial value) to the art, 
simply because the language of his claims is broad 
enough to include the successful structure). '" 


Standard 011 Development Co. v. James B. Berry Sons Co., 


Upon the uncontroverted testimony of the witness| who has had 
long practical experience in the art, at the time cf the invention 
eyeglasses with parabolic lenses were not available in the art. 
Therefore, it would not have been obvious to one having ordinary 
skill in the art to make use of a parabolic curve, oe whatever the 


source, to modify a cataract lens such as that of Courmettes. 


It may even be that Appellant's counsel, in setting out the in- 
vention at the beginning of the Trial, made it appear that the sub- 
stitution of parabolic grinding for spherical mechan was as simple 
an act aS was the explanation. As a proposition, this may be ap- 
pealing but the secondary considerations applicable |to 8 103 enumera- 


ted in Graham v. John Deere Co., 383 U.S. 1, 17 are most significant 


at this point. Here indeed, was a "long felt but unsolved need." 


The removal of the opaque lens of the eye, commonly called cata- 
ract, was known in ancient Egypt. The use of eyeglasses dates from 
the Middle Ages. Benjamin Franklin made and used tile first bifocals. 
During all this time, it is obvious that the need for this invention 
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existed. Davis and Clotar (This Brief p. 13,14) reviewing tne 
subject treated it as hitherto essentially unsolved. The market 
has been with us for years but an available solution was first of- 


fered by Appellant. 


The Patent Office and the Trial Court have found that Tillyer 
suggests a modification of Courmettes. This finding should be 
weighed in tne light of the behavior of all the other persons skilled 
in the art, having access to Tillyer and Courmettes, prior to 


Freeman. 


One of the more recent discussions of hindsight is found in the 
ease of Arthur J. Schmitt Foundation v. Stockham Valves, Inc. 


151 U.S.P.Q. 474,485 (D.C.N.D. Ala. 1966) 


"Obviousness should not be determined by hindsight, 
but must be determined by (1) the differences between the 
prior art, after the scope and content of the latter have 
been determined, and the claims at issue, and after the level 
of ordinary skill in the pertinent art is resolved, Graham v. 
John Deere Co., 383 U.S. 1,17; 86 S.Ct 684,694 and by (2) 
an evaluation of historical events and corditions, as stated 
by the court in Graham: 


‘Against this background, the obviousness ovr 
non-obviousness of the subject matter is determined. 
Such secondary considerations as commercial success, 
long felt but unsolved needs, failure of others, 
etce., might be utilized to give light to the circum- 
stances surrounding the origin of the subject matter 
sought to be patented As indicia of obviousness 
or non-olbbviousness, these inquiries may have rele- 
vancy.! 


or, aS stated by Judge Hand in Reiner v. I. Leon Co., (2d 


Cir.) 285 F. 2d 501, 503-504: 


'There are indeed some sign posts: e.g. how long 
did the need exist; how many tried to find the way; 


-20- 


how long did the surrounding and accessory arts 

disclose the means; how immediately was the inven- 
tion recognized as an answer by those who/used the 
new variant?! 


Point THREE 


The Court erred in finding that the Courmettes satent No. 
2,574, 960 discloses an integrally formed, one-piece plastic cata- 
ract vifocal segment lens. (Finding of Fact No. 5). 


Finding of Fact No. 5 includes the finding that the Courmettes 
patent discloses a bifccal lens. It is immediately apparent from an 
inspection of Figures 2,4 and 7 of the patent (ga 85) that the cur- 
vature of both the upper and lower portions of the/lens is the same 
so that the magnification afforded by each is also the same, It is 
well recognized, even in lay circles, that the purpose of the bifo- 


cal lens is to give two different kinds of magnification, one for 


reading and one for distance. 


As aptly stated in Finding of Fact No. 7, "Plaiatiff in his brief 
| 
before the Board of Appeals in the instant application admitted the 
following: 


‘One piece cast plastic lenses are SEES 
known in conventional bifocal types and also for 
cataract patients in the monofocal type.'| 

By this specific language, Appellant clearly made the distinc- 


tion that one piece cast plastic bifocal lenses were not known. 
i 


This point is less significant than the remaining points but, since 
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the indicated limitation is found in the appealed claims and 
missing from the reference, the reference is not available even as 


a partial anticipation of the claims. 
Point FOUR 


The Court erred in finding that Appellant was required to 
establish that there was no rational basis for the Patent Office 


refusal of the claims. (Finding of Fact 13) 


It appears from this finding that the Court has considered that 
this cause is a simple administrative proceeding where the Court 
is obliged to affirm the Patent Office unless there is no rational 
basis for the Patent Office decision. In this, the question of 
patentability is treated as one of fact. Instead, the Supreme Court 
has recently said that the ultimate question of patent validity is 
one of law. Graham v. John Deere Co. 383 U.S. 1,17; 86 S.Ct. 684, 


694 (1966). The! Court, in its Opinion, pays tribute to the high 


skill and expert opinion of the officials of the Patent Office as 
well as their neutrality and impartiality. The Patent Office of- 
ficials have placed upon them a severe burden in the exercise of 
their impartiality to accommodate their high skill and expertness, 
acquired from their constant access to all of the pertinent art, to 
decide what is the ordinary level of skill in the applications be- 
fore them. Likewise, they must put aside their current understand- 
ing of the art, placing themselves in the position of the ordinary 


individual back when the invention was made. 
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It is therefore necessary to provide an opportunity for occa- 
gional use of the judicial process to test the adherence of the 


Patent Office to the assigned standard. Although the Patent Office 


considers factual matters in determining whether ordinary skill has 


been exercised, whether the judgement has been exercised correctly 
4s a question of law, as the Supreme Court has said,| so it is in- 
escapebly necessary for a judicial review to take into account the 
facts underlying the evaluation made by the Patent office. 
| 

The Patent Office refusal of the claims should be tested by the 
standards of the statutes and the authoritative decisions of the 
Courts just as the Appellant's invention should be tested by the 
prior art. That which establishes validity in an issued patent 


estabiishes patentability in an application, It is for the Courts 


| 
to decide the law. The Patent Office should not expect a pro forma 


decision, | 


CONCLUSION 


| 
Appellant has satisfied a long-felt want in providing an eyeglass 
lens for cataract patients that adds much to their comfort. It is 
| 
being manufactured without authorization of Appellant by one of the 


leading optical houses in the country. The Patent Office and the 


Trial Court were clearly mistaken in finding the invention obvious 
to one ordinarily skilled in the art, since it was overlooked by 


those highly skilled in the art. 


Respectfully submitted, 

¥1 mona Canin 
Keith Misegades 
Attorney for Appellant 
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Keith Misegades~ 


Attorney for Appellant 
804 Washington Bldg. 
Washington, D.C. 20005 


Appendix "A" 


The Claims 


1. An integrally formed, one-piece, lenticular, bifocal, 
aphakic, ophthalmic lens, of uniform refractive index, composed 
of hard plastic, the cuter face of the distant-vision portion of 
which is a paraboloidal surface, symmetrical avout a central vertical 
axis at right angles to the optical axis. 


2. An integrally formed, one-piece, lenticular, bifocal, 


aphakic, ophthalmic iens, of uniform refractive index, composed of 
hard plastic, the cuter faces cf the distant-vision and near-vision 
portions of which are each a paraboloidal surface, symmetrical about 


a central vertical axis at right angles to the optical axis. 


3. A vdifccal, aphakic, ophthalmic lens, of uniform refractive 
| 


index, composed of cast hard plastic, the outer face of the distant- 
vision puertion of which is a paraboloidal surface, Symmetrical about 


a central vertical axis at right angles to the optical axis. 


| 
4. A lenticular, bifocal, aphakic, ophthalmic lens, of uniform 


refractive index, composed of cast hard plastic, the outer face of 
the distant-vision portion of which is a paraboloidal surface, sym- 
metrical about a central vertical axis at right angles to the op- 
tical axis, the inner surface of which is unfinished ready for 


prescription grinding. 


5. A lenticular, bifocal, aphakic, ophthalmic lens of uniform 
refractive index, composed of hard plastic, the outer face of the 
distant-vision portion of which is a paraboloidal surface symmetri- 
cal about a central vertical axis at right angles to the optical 
axis, said surface being 2 to 3 diopters greater in the center than 


at the side edges. 


6. <A lenticular, bifocal, aphakic, ophthalmic lens of uniform 
refractive index, composed of cast hard plastic, the outer face of 
the distant-vision portion of which is a paraboloidal surface sym- 


metrical about ai central vertical axis at right angles to the opti- 


cal axis, said surface being about 16 diopters at the center and 13 


diopters at the side edges. 


7. A lenticular, bifocal, aphakic,ophthalmic lens of uniform 
refractive index, composed of cast hard plastic, the outer face of 
the distant-vision portion of which is a paraboloidal surface sym- 
metrical about a’ central vertical axis at right angles to the opti- 
cal axis, said surface being about 14 diopters at the center and 


11 diopters at the side edges. 


8. A lenticular, bifocal, aphakic, ophthalmic lens of uniform 
refractive index, composed of cast hard plastic, the outer face of 
the distant-vision portion of which is a paraboloidal surface sym- 
metrical about a' central vertical axis at right angles to the opti- 
cal axis, said surface being about 12 diopters at the center and 9 


diopters at the side edges. 
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United States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 
Appeal No. 20,838 


WALTER M. FREEMAN, APPELLANT 
v. 


COMMISSIONER OF PATENTS, APPELLEE 


Appeal from the Judgment of the United States 
District Court for the District of Columbia 


BRIEF FOR APPELLEE 


INTRODUCTION 


This is an appeal from the judgment (J.A. 15) of 
the District Court dismissing the complaint in an 
action brought under 35 U.S.C. 145. 

An adequate statement of the case is found in oo 
District Court’s Findings of Fact Nos. 1 through 4 
(J.A. 11 and 12). 

The specification, drawing, and refused claims | lof 
appellant’s application appear at pages 25 through : 34 


(1) | 
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of the joint appendix. From the application file are 
printed also the examiner’s answer to appellant’s brief 
before the Board of Appeals (J.A. 15) and the deci- 
sion of the Board of Appeals (J.A. 21). 

| Since appellant testified (J.A. 51) that he sold the 
instant patent application to the Univis Lens Com- 
pany, the latter appears to be the real party in interest 
for whose benefit the instant civil action was brought 
by appellant as an applicant authorized to do so by 
35 U.S.C. 145. See Rule 17(a), F.R.C.P. 


STATUTES 


35 U.S.C. 112: 


The specification shall contain a written de- 
scription of the invention, and of the manner and 


process of making and using it, in such full, 
clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make 
and use the same, and shall set forth the best 
mode contemplated by the inventor of carrying 
out his invention. * * * 


35 U.S.C. 282: 
A patent shall be presumed valid. * * * 


SUMMARY OF ARGUMENT 


In the District Court appellant was the only wit- 
iness in behalf of himself. Appellant’s testimony was 
‘correctly found by the District Court to be insufficient 
‘to overcome the Patent Office findings of obviousness 
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in view of the prior patents to Courmettes and Til- 
lyer. Appellant was clearly in error in his testimony 
as to the Courmettes patent. His testimony as to the 
sufficiency of the disclosure of the Tillyer patent is 
clearly inconsistent with the literal incompleteness of 
his own disclosure. Appellant’s evidence fails to es- 
tablish unobviousness on the basis of subtests such as 
are mentioned in Graham v. John Deere Co., 383 US. 
1. It was clearly obvious to one skilled in the art/ to 
incorporate the parabolic curve surface of the Tillyer 
patent into the cast plastic cataract bifocal lens of 
Courmettes for the purpose of eliminating marginal 
aberration. 


| 
ARGUMENT 
| 


Appellant’s burden of proof 


In Abbott et al. v. Coe, 71 App. D.C. 195, 109 F, ‘24 
449, this Court stated: 


Although a court, when it agrees with a Pat- 
ent Office finding, often says so, agreement is not 
necessary to affirmance and disagreement is not 
sufficient for reversal. The question for us is not 
whether in our opinion there was invention, but 
whether the finding that there was none is con- 
sistent with the evidence. | 


See also Dyer v. Coe, 75 U.S. App. D.C. 125, 125 F.2d 
192; Potts v. Coe, 78 U.S. App. D.C. 297, 140 F.2d 
470; Esso Standard Oil Co. v. Sun Oil Co., 97 U. Ss. 
App. D.C. 154, 229 F.2d 37; Watson v. ea ae 
102 U.S. App. D.C. 187, 251 F.2d 898. In Goodyear 
Tire & Rubber Co. v. Ladd, 121 U.S. App. D.C. 275, 
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276, 349 F.2d 710, 711, this Court stated the same 
substance in the following different terms: 


The Patent Office’s expertness in determing 
technical questions such as obviousness require 
affirmance of its judgments unless they have no 
rational basis. 


" Relying on Graham v. John Deere Co., 383 US. 1, 
17, appellant in effect asserts (brief, page 22) that 
patentability is a question of law and that the Dis- 
trict Court improperly treated it as one of fact. In 
the Graham case, supra, the Supreme Court did not, 
like appellant, confuse patentability and obviousness 
when it stated (383 U.S. 17): 


Approached in this light, the § 103 additional 
condition, when followed realistically, will permit 
a more practical test of patentability. The em- 
phasis on non-obviousness is one of inquiry, not 
quality, and, as such, comports with the consti- 
tutional strictures. 

While the ultimate question of patent validity 
is one of law, A. & P. Tea Co. v. Supermarket 
Corp., supra, at 155, the § 103 condition, which 
is but one of three conditions, each of which must 
be satisfied, lends itself to several basic factual 
inquiries. 

There is nothing in the Graham case which is incon- 
sistent with Morgan v. Daniels, 153 U.S. 120, 125° 
or with the holdings of this Court in Stieg v. Commis- 


| 4 Compare Zenith Radio Corp. v. Ladd, 114 U.S. App. D.C. 
54, 57, $10 F.2d 859, 862, cited by the District Court in its 
opinion (J.A. 8). 
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sioner of Patents, 122 U.S. App. D.C. 361, 353 F.2d 
399 and Standard Oil Development Co. v. Marzall, 86 
U.S. App. D.C. 210, 218, 181 F.2d 280, 283, both! of 
which latter cases have previously correctly rejected 
appellant’s contention noted above. | 

Accordingly, appellant has the burden not merely 
of convincing this Court on a preponderance of evi- 
dence that in his application he has disclosed and 
claimed patentable substance; he has the far heavier 
burden of proving that the decisions of the Patent 
Office tribunals and the District Court are inconsis- 
tent with (or have no rational basis in view of) all 
the evidence before the District Court. | 


Appellant’s new evidence 


Appellant’s evidence before the District Court but 
not before the Patent Office consisted primarily of his 
own testimony. The District Court in its opinion not- 
ed that appellant’s opinion testimony was that of a 
partisan (J.A. 9) and correctly found it insufficient 
to warrant findings by the Court different from those 
of the Patent Office. See Bullard v. Coe, 79 U.S. App. 
D.C. 369, 147 F.2d 568. 


Plaintiff’s Exhibit 2 


This exhibit (J.A. 79 through 83) is an advertise- 
ment of the American Optical Company which, |ac- 
cording to appellant’s testimony (J.A. 51, 52) relates 
to substantially the same lens which is disclosed and 
claimed in appellant’s instant application.’ This ex- 


While the exhibit does not state that the lens is bifocal, it 
is so shown in the upper drawing at J.A. 81. Appellant testi- 
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hibit (J.A. 79) pictorially clearly shows the differ- 
ence as to marginal aberration and distortion (“tun- 
nel vision”) between a glass spherical cataract lens 
and the improved hard plastic paraboloidal cataract 
lens. See Finding of Fact No. 8 (J.A. 13). 


' Appellant’s allegation that his invention is being copied 
_ Appellant (brief, pages 6, 9, 15, 20, 28) contends 
in effect that he is the first inventor of the subject 
matter of the claims and that that invention has sub- 
sequently been copied by American Optical Company. 
The contention of copying cannot be and has not been 
proved in this civil action in which American Optical 
Company is not a defendant and has had no opportu- 
nity to cross-examine appellant, the only witness; to 
introduce its own evidence as to first inventorship; 
and otherwise to defend itself against appellant’s con- 
tention.* 
Appellant in the instant civil action testified in ef- 
fect that in the late summer or early fall of 1956 
(J.A. 46) he conceived the idea of incorporating a 


fied specifically that it is bifocal (J.A. 51, midpage). Pre- 
sumably, from appellant’s testimony, the plastic of the exhibit 
is the same as or equivalent to one of the hard plastics de- 
scribed in appellant’s instant application (J.A. 27). Appel- 
lant’s testimony also implies that the aspherical surface of 
plaintiff’s exhibit 2 is either a paraboloidal surface or its 
aspheric equivalent. 


| 3 That contention could be proved only in an interference 
proceeding under 35 U.S.C. 185, in an interference civil action 
under 35 U.S.C. 146, in an interference civil action under 35 
U.S.C. 291, or in a civil action for infringement under 35 
U.S.C, 281. 
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paraboloidal surface in a cataract lens. There is no 
evidence as to the time when he conceived the more 
specific substance of his refused claims (J.A. 33). Ap- 
pellant first approached his patent attorney in Dec- 
ember, 1956 (J.A. 50). Appellant filed his parent 
patent application on July 18, 1957 (J.A. 3, Cor 
plaint, par. 3). It was not until May, 1958, (J.A. 
49) that appellant obtained a mold for making his 
east hard plastic lens (J.A. 49). Appellant did not 
make and test his first lens until October, 1958 (J A. 
50). But in October, 1958, American Optical Com- 
pany was already advertising a plastic aspheric bi- 
focal cataract lens with November 15, 1958, as the 
date for acceptance of orders* (J.A. 51). Plaintift’s 
Exhibit 2 (J.A. 79) is such advertising. Appellant 
testified that the lens advertised by American Optical 
in Plaintiff’s Exhibit 2 is substantially the same lens 
as that of his refused claims (J.A. 60; brief, p. 15, 
16). But plaintiff's Exhibit 2 attributes the develop- 
ment of the lens to Tillyer who may be the inventor 
named in patent 1,356,670 (J.A. after 77) and refer- 
red to by appellant’s counsel as “Dr. Tillyer” (J.-A. 
54). The foregoing is the total substance of appel- 
lant’s evidence in support of the charge that appellant 
is the first inventor and that American Optical Com- 
pany is copying his development. Appellant’s testi- 


<The lenses had to be ordered finished from the factory. 
Every one of those lenses at the time of its unfinished !or 
fina) state is the substance of all the refused claims. The fact 
that unfinished lens blanks were not sold by American Optical 
unti] 1963 is not shown to be more than a restrictive business 


policy. 
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mony on this point is insufficient to exclude the possi- 
bility that American Optical Company is exploiting a 
lens independently developed by another whose date 
of invention is prior to or close to that of appellant. 

However the District Judge in his opinion found 
this evidence sufficient to establish that the subject 
matter of the claims has had some degree of commer- 
cial success. That success is not shown to be greater 
than that which is to be expected by one skilled in 
the art, when the concept of the Tillyer patent is in- 
corporated into the lens of the Courmettes patent to 
improve the latter. 


Finding of Fact No. 5 


i Appellant (brief, page 21) alleges error in the 
first sentence of this finding (J.A. 13) Which reads: 


The Courmettes patent No. 2,574,960 discloses 
an integrally formed, one-piece plastic cataract 
bifocal segment lens. 

Appellant testified with respect to this patent 
(J.A. 58): 


It is a spherical lens * * *. The lens having a 
continuous outside curvature, indicates that the 
reading portion, so-called reading portion is the 
same as the distance. * * * The face curve, out- 
side face curve is continuous as a plain sphere. 
The inside curvatures are flat, one being as flat 
as the other, which means there is no bifocal 
distortion or increased magnification in the lower 
segment, which would serve the purpose of the 
bifocal. 
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In the foregoing testimony appellant was clearly 
in error as will appear from the following. 

The Courmettes patent (J.A. after page 77) is 
entitled “Cataract Bifocal Lens.” The patent states: 


I obtain these objects, first, with a new one- 
piece segment lens of the thin edge convex type 
but of double lenticular form disposed one above 
the other and in which its inner side has two 
differently curved surfaces strongly inclined to 
each other * * *. (col. 1, line 10 et seq.) * * 

* * * the one-piece segment lens 1 is of the thin 
edge convex lenticular type and is formed, with 
respect to its inner side, to include two surfaces 
2 and 3 which have different curvatures * * * 
(col. 2, line 35 et seg.) (emphasis added) 


The two surfaces 2 and 3 of different curvatures 
clearly make the one-piece segment lens bifocal. Aip- 
pellant was clearly in gross error when he testified 
as to the Courmettes patent (J.A. 58) that: 


The inside curvatures are flat, one being as 
flat as the other, which means there is no bifocal 
distortion or increased magnification in the 
lower segment, which would serve the purpose of 
the bifocal (emphasis added). | 

In his application appellant refers to the fact that 
the back surface 4 (Fig. 2) of his lens is finished 
in the usual way with a spherical or cylindrical 
shape in the range of 1 to 3 diopters. He thus implies 
that in a usual bifocal lens the differing curvatures 
of the distant vision portion and the near vision por- 
tion are usually in the front face. That fact may 
account for his failure to note that the bifocal effect 
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in Courmettes is produced by different curvatures on 
the back face. 


Finding of Fact No. 6 


While appellant’s brief mentions this finding (at 
page 16), it demonstrates no error therein. 
The Tillyer patent in its second paragraph states: 


This invention relates to ophthalmic lenses for 
the correction of errors of human vision and 
particularly to that type of lens which has been 
corrected for marginal aberrations of focus* and 
astigmatism, and in addition thereto further cor- 
rected for errors due to the fact that the aper- 
ture of the eye has an appreciable magnitude 
instead of being a point; and the process of mak- 
ing such lenses (emphasis added). 


‘The Tillyer patent further describes (page 2, 
lines 19 through 29) two methods of making the 
lens, The second of these (referred to in Finding of 
Fact No. 6) is described as follows: 


* * * oy I may calculate such mathematical 
curves as will give the approximate desired re- 
sults, and grind the surfaces to these curves on 
grinding mechanism designed to trace these 
mathematical curves. 

A deformed curve is one which is not a regular 
spherical, cylindrical, or toric curve, such as 
hitherto used in the manufacture of ophthalmic 
lenses but which is a variable curve, such as 
elliptical, parabolic, ete. (emphasis added). 


5 Plaintiff’s Exhibit No. 2 (J.A. after 77), page 1, upper 
picture, illustrates marginal aberrations. See the description 
to the left of the picture. 


11 
| 

Appellant’s brief (at page 6, last paragraph) 
states in relation to the Tillyer patent: | 


This patent relates to optical lenses generally 
and particularly discusses correction of marginal 
errors of focus and astigmatism, indicating that 


aberrations may be corrected by a deformed curve 
such as a parabolic one. 


It is submitted that Finding of Fact No. 6 is 
clearly correct. 


The person of ordinary skill in this art 


Appellant contends repeatedly in his brief that the 
persons of ordinary skill in the art of optical manu- 
facture and design are the small-shop wholesale or 
retail opticians like himself who do the largest part 
of the ordinary optical lens grinding in this country. 
This contention is untenable and correctly was not 
accepted by the Dstrict Court (J.A. 8, last 8 lines) . 

The person of ordinary skill in the art of optical 
manufacture and design is a person trained in the 
branch of physics known as optics and who is fa- 
miliar with and understands prior literature (in- 
cluding patents) of this art and who has access 'to 
and experience with the prior materials, methods, 
and apparatus of this art. Such men are found |in 
the research laboratories of the larger optical com- 
panies. To apply appellant’s definition of the person 
of ordinary skill in this art would clearly have the 
effect of granting patents which would unconstitu- 
tionally remove from the public domain an im- 
portant portion of existent knowledge. See Graham 
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v. John Deere Co., 383 U.S. 1, 6. See also Radtke 
Patents Corp. v. Coe, 74 App. D.C. 251, 260; 122 F. 
2d 937. 

By his own testimony appellant establishes that he 
is not the person of ordinary skill in this art in the 
sense of 35 USC 103. Appellant testified that he is 
a wholesale and retail optician (J.A. 40) and that 
he has been in the optical business for 35 years 
(J.A. 41). He has obtained and sold a patent for a 
lock washer for the lens screw on optical frames and 
a ‘patent “on the grinding and polishing and the 
method of plastic lenses, a hard plastic known as 
CR-39” * (J.A. 41). Appellant has contacts with the 
major optical manufacturers and is familiar with the 
commercial products that are offered for optical use 
(J.A. 45). As a wholesale optician he operates a 
grinding laboratory in which he does surface grinding 
and edge grinding (J.A. 44). His laboratory like 
those of other wholesale opticians is not equipped to 
grind parabolic surfaces (J.A. 46). But the larger 
optical companies are so equipped and also generally 
well-equipped (J.A. 49, 51). Appellant testified that 
he consulted an ophthalmologist, a former professor, 
“who is very well versed in optics” (J.A. 45). But 
appellant offered no testimony that he himself had 
any scientific training which made him well versed in 
optics. Appellant’s testimony establishes only that he 
is an experienced wholesale and retail optician with 
no more knowledge of optics than is necessary for his 


6 This quoted language is indefinite is its reference to CR- 
89. None of these patents was introduced in evidence. 
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business, Although appellant is undoubtedly a very 
successful man in his independent practice of his 
speciality, he has not established that he is a person 
ordinarily skilled in the art of optical manufacture in 
the sense of 35 USC 108. 


Appellant’s attack on the disclosure of the Tillyer patent 


The 1920 Tillyer patent (J.A. after 77) states 
(page 2, line 35 et seg.) : 


The calculations for determining the curves of 
the lens follow the usual formulae for calculat- 
ing lens surfaces and are arrived at in a similar 
manner; these formulae and methods of caleulat- 
ing lens surfaces may be found in any textbook 
or treatise on lens grinding. The method of 
grinding the surfaces, including roughing, 
smoothing, polishing and finishing is the same 
as that for regular ophthalmic lenses, using the 
same kinds of tools and grinding BEERS 
which are well known in the art. 


Appellant (J.A. 54, last 12 lines and J.A. 55, first 
8 lines) in his testimony indicated that the Tillyer 
patent does not teach appellant how to make the Till- 
yer lens. See also appellant’s brief, pages 7 and 9. 
But in the sense of 35 USC 112, par. 1, “any person 
skilled in the art” whose understanding makes a 
patent specification sufficient includes experts. Inter- 
national Standard Electric Corp. v. Marzall, 87 US. 
App. D.C. 198, 206, 184 F. 2d 592. 

Since appellant has not established that he is even a 
person of ordinary skill in the art to which the 
Tillyer patent is addressed, his testimony as to 6 
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the Tillyer patent does not teach him has no signifi- 
cance in the face of the statutory presumption of 
validity (85 USC 282). That presumption includes 
the presumption of adequacy of disclosure to meet the 
requirements of 35 USC 112, paragraph 1, namely 
adequacy of disclosure to “any person skilled in the 
art.” See Western States Mach. Co. v. Hepworth Co. 
(2d Cir., Hand, J.) 147 F. 2d 345, 348. Appellant’s 
testimony does not provide the substantial proof of 
inadequacy of disclosure which is required to over- 
come the presumption. See the Western States case, 
supra, and the decisions cited therein. 

Appellant states (brief, page 18) that counsel for 
appellee made no effort, either by cross examination 
or by submission of testimony, to explain how the 
Tillyer patent might be made operative. Since ap- 
pellant-plaintiff has not proved that the disclosure of 
Tillyer is either inadequate or inoperative and since 
he, not appellee, has the burden of proof, there clearly 
was no reason for appellee’s counsel to cross-examine 
appellant or to produce testimony. Moreover, mere 
proof of inoperativeness of a patent is not proof that 
it teaches or suggests nothing to the person ordinarily 
skilled in the art. See Bullard v. Coe, 79 U.S. App. 
D.C. 369, 147 F. 2d 568, and In re Smitley, 49 
CCPA 808, 296 F. 2d 767. 

Appellant’s testimony as to inadequacy of the Till- 
yer disclosure is further clearly lacking in substance 
because it is inconsistent with appellant’s own failure 
to disclose the very substance which he charges is sig- 
nificantly lacking in Tillyer. Compare appellant’s 
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| 
specification (J.A. 25 et seq.) with that of the Tillyer 
patent and note that appellant’s criticism of Tillyer 
disclosure applies equally to his own. If his own dis- 
closure is sufficient (and the Patent Office does not 
contend otherwise), Tillyer’s is also clearly sufficient. 
Appellant further attacks the Tillyer patent |as 
being a paper patent. (J.A. 57, midpage; brief, page 
18). That fact is immaterial to any issue before this 
Court. Siegel v. Watson, 105 U.S. App. D.C. 344, 
267 F. 2d 621; Western States Mach. Co. v. 8.8. Hep- 
worth Co., (2a Cir, Hand, J.) 147 F. 2d 345, 350; 
pplication of Hollingsworth, CCPA, 210 F. 2d 290, 

293. | 


Subsidiary tests of obviousness | 


Appellant (brief, page 20) attempts to show sub- 
sidiary tests of unobviousness. Assuming, as appel- 
lant contends, that the need for appellant’s lens has 
long existed, that fact is not controlling where /as 
here, at least one component old element of appel- 
lant’s solution has not been proved to have 2 ng 
existed prior to appellant’s conception. 

The specification of appellant’s patent application 
states (J.A. 26, midpage) that it is not Dae 
to produce glass blanks by molding (casting). 
availability of hard plastic’ suitable for cast ia is 
an important factor in the development of appellant’s 
lens. See appellant’s testimony at J.A. 46. In the 
advertisement, Plaintiff’s Exhibit 2 (J.A. 83), it is 


stated: 


? Appellant makes no claim that he, an optician, is the! i 
ventor of any of the hard plastics specified in his applicati 
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The success of American Optical Company in 

producing an aspheric lens series rests with the 

development of AOLITE—a synthetic lens mate- 
rial which lends itself to aspheric fabrication. 


‘Appellant conceived the lens of his claims in 1956 
or later (J.A. 46). The Courmettes patent disclosing 
an integral plastic cataract bifocal segment lens was 
issued in 1951. There is no evidence that the specific 
hard plastics listed in appellant’s application specifi- 
cation (J.A. 27) became available a considerable 
time before appellant’s conception. There is no evi- 
dence that all the means for making the lens of 
appellant’s claims were available any considerable 
length of time before appellant’s conception. Thus 
this is not a case where the availability of all the 
means over a long period tends to suggest unobvious- 
ness in the claimed combination of those means.” 

Appellant also suggests (brief, pages 13 and 14) 
that the Davis and Clotar article (J.A. last pages) 
concludes that only a two-piece lens would solve “the 
problem”, But the problem to which Davis and Clotar 
addressed themselves was that of an achromatic lens, 
namely a lens which corrects for color or chromatic 
aberration. Since there is no evidence that appellant’s 
lens corrects for color aberration, Davis and Clotar 
have addressed themselves to a problem other than 
appellant’s and their conclusions are irrelevant to the 


8 See in Reiner v. I. Leon Co. (2d Cir., L. Hand, J.) 285 
F.2d 501, 508, 504, the subtest “how long the surrounding 
and accessory arts disclose the means.” Note the reference to 
this case in Graham v. John Deere Co., 383 U.S, 1, 36. 
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question of obviousness of the substance of SoS 
claims. 


Findings of Fact Nos. 9 through 12 


It is submitted, in view of all the foregoing, that 
appellant has failed to demonstrate error in any of 
these findings. | 


CONCLUSION 


| 
All of appellant’s claims, it is submitted, were 
properly refused by the Patent Office examiner, the 
Patent Office Board of Appeals, and the District 
Court. It is further submitted that the judgment 

appealed from was correct and should be affirmed.| 
However, in the unlikely event that the judgment 
of the District Court should be unqualifiedly reversed, 


remand to the District Court would be in order for 
trial of the defense of res judicata raised by the 
amendment to the answer to the complaint (J.A. 10, 
11; Finding of Fact No. 4, J.A. 12; Conclusion of 
Law No. 3, J.A. 14; Opinion, J.A. 9, last 7 lines). | 


Respectfully submitted, 


JOSEPH SCHIMMEL, 
Solicitor, United States Patent Office, 
Attorney for Appellee 
GEORGE C, ROEMING, 
Of Counsel 
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REPLY BRIEF FOR APPELLANT 


APPELLEE’S THRESHOLD ARGUMENT 
The Patent Office Solicitor emphasizes that appellant: 


. has the far heavier burden of proving that the deci- 
sions of the Patent Office tribunals and the District 
Court have no rational basis in view of the eadence 
before the District Court.” 

Stated in such harsh language it would appear that appellant’s 
right of a civil action under 35 U.S.C. 145 and his right of appeal 


to this Court were all but illusory. Appellant recognizes that the 
burden may be heavy but suggests that the Patent Office is not en- 
titled to all the benefits claimed for it by its Solicitor. 


The Courts have so repeatedly denigrated the quality of judg- 
ment exercised by the Patent Office Examiners that it has become 
notorious. Graham v. John Deere Co., 383 U.S. 1 at 18. Most fre- 
quently the Patent Office application of the standard is too low but, 
if it is so frequently in error, it hardly is deserving of invariable pre- 
sumption of correctness in the event of its refusal of a patent. 


Appellant does not intend to suggest, as implied by appellee 
(Brief page 4) that the District Court improperly treated patent- 
ability as a matter of fact rather than law. However he does wish to 
point out that, since the Graham decision, the Courts of two Cir- 
cuits have used it as a basis for review. 


“But we think that debate was foreclosed by Graham v. 
John Deere Co. (citations). There it was held that ‘the 
ultimate question of patent validity is one of law.” ” 
Bentley v. Sunset House Distributing Corp. (CA 9) 359 
F.2d 140, 143. 

“Plaintiff urges that the trial court’s decision is 
based primarily on fact-finding and cannot be upset 
unless clearly erroneous. Graham teaches that the 
question of patent validity is one of law. Page 17 
of 383 U.S.” General Mills, Inc. v. Pillsbury Co. (CA 8) 
(Dec. June 8,1967) 154 USPQ 207, 209. 


‘THE “NEW” STANDARD OF PATENTABILITY 


The first major review of the Patent Act of 1952 by the Su- 
preme Court is found in Graham v. John Deere Co., 383 U.S. 1 and 
associated cases. Shepard’s Citations for July 1967, published little 
more than a year following the decision lists nearly four columns of 
citations. 


By way of parenthesis, this decision and those related to it 
were treated in THE SUPREME COURT REVIEW, (1966) edited by Pro- 


fessor Philip B. Kurland of the University of Chicago and published 
by the University. An article by Edmund W. Kitch reviews these de- 
cisions of the Supreme Court on the tests for inventiveness contribut- 
ing much clarity as a result. 


The Graham decision contains an authoritative interpretation of 
the test for invention called for by Section 103, the section particu- 
larly in issue in this case. As pointed out in the above Review, the 
standard of invention is non-obviousness. As stated by the Court: 

“Under § 103, : 

1. the scope and content of the prior art are to be de- 
termined; 
differences between the prior art and the claims at 
issue are to be ascertained; and 


the level of ordinary skill in the pertinent art re- 
solved. 


* * * 


Such secondary considerations as 

a. commercial success, 

b. long felt but unsolved needs, 

c. failure of others, etc.” | 
| 


APPLICATION OF THE 8 103 TEST 


It is not always possible to consciously separately consider the 
first and second tests set out above. The District Court in its opinion 
(JA 7) stated that the Courmettes patent disclosed a cataract lens 
ground to a spherical curvature while the Tillyer patent disclosed 
the possibility of using a parabolic form of grinding. 


At this point that the District Court judicially concluded asa 
| 
matter of law, that it would have been obvious to a person of or- 


dinary skill in the art to modify Courmettes in the light of Tillyer. 


LEVEL OF SKILL IN THE PERTINENT ART 


The plaintiff offered evidence as to the level of skill possessed 
by the person of ordinary skill in the art. The Court, while admit- 
ting the qualifications of the witness, dismissed the evidence as par- 
tisan. 

It is submitted that a Judge having long trial experience should, 
more than any other human being, have the perception to weigh 
the words of a witness to give the testimony its proper value, rather 
than avoiding the responsibility by setting it aside as partisan. The 
quality of the testimony was even demeaned by characterizing it as 
opinion. Actually the witness, on the basis of his wide contacts in 
the industry described the education, tools and duties of the typi- 
cal, average ordinary person skilled in the art. 


Instead the Court preferred: 

“|, the highly skilled and expert opinions of the Pat- 

ent Office, especially because officials of the Patent 

Office are neutral and impartial in such matters, as 

well as acquiring and developing a high degree of skill.” 

(JA 9) 
These officials stand discredited by the very words of the Court be- 
cause the standard of the statute is ordinary skill, not excessive skill. 
The Examiners of the Patent Office have an excellent overview of 
the literature of their art, especially the patents but any individual 
having wide personal acquaintance with members of the Examining 
Corps can easily call to mind those having a practical knowledge be- 
cause there are so few. And it is submitted that intellectual neutral- 
ity strongly tends to be partisan. 


The Solicitor’s Standard of Skill 


The Solicitor contends that the person of ordinary skill is: 


“one trained in . . . optics, who is familiar with and un- 
derstands all prior literature (including patents) and who 


has access to and experience with the prior materials, 
methods and apparatus of this art. Such men are found 
in the research laboratories of the larger optical compa- 
nies.” (Pat. O. Brief, p. 11) (The italic is implied) _ 

There are less than a half dozen such companies in the United 
States. Obviously no member of the public is entitled to/access to 
the facilities of these companies so the actual extent of this informa- 
tion is not public knowledge. | 


Countless individuals, prominent in all walks of life, have ex- 
pressed concern and dismay that invention is becoming the province 
of organized research. To find it advocated and supported by the 
public agency responsible for issuing patents leaves this advocate 
bereft of adjectives. To the Supreme Court Justices in Hotchkiss v. 
Greenwood, 11 How. 248 where the substance of Section 103 orig- 
inated, the Solicitor’s suggestion would be anathema. It makes a 
mockery of the word “ordinary”’. | 


The Solicitor suggests that to apply any standard lower than he 
proposes would remove existent knowledge from the public domain. 
He is needlessly disturbed. The statutory standard applies to that 
which would be obvious. The best test of what would be obvious 
is what was obvious to Davis and Clotar. The authors of Defendant’s 
publication (JA 97) satisfy the Solicitor’s standard of those skilled in 
the art. They were, shortly before the appellant’s invention, employ- 
ees of American Optical Company, one of the largest, if not the larg- 
est firms in the business; they were employed in the Research Depart- 
ment of that company; according to the Solicitor’s postulate, they 
were familiar with all the pertinent patent literature including the 
Courmettes and Tillyer patents; and, according to the introductory 
portion of their paper, they had actually reviewed what had been 
done, up to the date of their presentation. The language jof their 
paper clearly makes it obvious that they were unaware of the inven- 


tion unless they were being less than frank toward their fellow scien- 
tists. 


In many instances, there is only the absence of any evidence as to 
what would be obvious to one skilled in the art. The Davis article 
amounts to an affirmative statement that the art was reviewed for 
all of the obvious expedients. 


| The Patent Office Standard of Obviousness 


There is a well-recognized standard of obviousness established 
in the Patent Office and long recognized there. It is set out in ex 
parte Walker, 135 U.S.P.Q. 195. The opinion in that case was writ- 
ten by E. W. Reynolds, First Assistant Commissioner at that time 
and at the present. Except for a period of service as Technical Ad- 
visor to the Court of Customs and Patent Appeals his professional 
career of 45 years has been devoted to the Patent Office. With such 
background and authority, the opinion carries especial weight as 
an indication of the prevailing Patent Office authority and practice. 
The following language is deemed apt: 

“Nor do we see any suggestion in either of the references 

which would lead anyone having ordinary skill in the 


art to combine the structure taught by either reference 
with that taught by the other. 


“In order to justify a combination of references such as 
here suggested, it is necessary not only that it be physi- 
cally possible to combine them, but that the art contain 
something to suggest the desirability of doing so.” (em- 
phasis supplied) 

This is the authentic Patent Office evaluation of what consti- 
tutes ordinary skill. Such skill is not to be likened to the mechani- 
cal information storage of a computing device capable of delivering 
several unrelated bits of information if the appropriate demands are 
fed into it. Having the appropriate ordinary skill does presume that 


the individual does hypothetically know all of the prior art includ- 
ing patents but, having only ordinary skill, he is not required to have 
the skill of a genius or of one armed with after-acquired knowledge in 
imagining all of the possible ways that expedients disclosed i in one pat- 
ent may be transferred to a second patent. The hypothetical man 
must have signboards to be found in one or each of the patents or 
in the common store of knowledge possessed by every such man. 


Whether the Courmettes patent means what appellant testified 
to, as he saw in the drawing of the patent or whether it means what 
is quoted from its specification is a matter of debate since the Pat- 
ent Office released the patent copies to the public in such equivocal 
condition that even a casual reader is confused by the inconsistency. 
Since Courmettes is later in time than Tillyer and presumed to be 
familiar with Tillyer as being of at least ordinary skill in the art — 
because he met that test in having a patent issue to him — he should 
have suggested the inclusion of Tillyer’s teaching, if he himself recog- 


nized its significance or if he appreciated the desirability of making 
the correction. He did not. 


Tillyer was another of individuals who met the Solicitor’ s stand- 
ards of the extraordinary man; for many years he was the Director of 
Research of American Optical Company. It is plain from a reading of 
the portion quoted at the lower half of the Patent Office brief, p. 10, 
that Tillyer looked upon parabolic grinding as an available tool in the 
opthalmic trade. He also, as quoted on the upper part of the same 
page, contemplates correction of marginal aberrations. These may 
exist in cataract lenses but it should be understood) that such are 
not the only places where aberrations are found. | 


Tillyer, in his patent, does not specifically name cataract lenses 
or suggest the application of any of the expedients he enumerates to 
the correction of cataract lenses. 


Thus, there is no proposal in either Courmettes or Tillyer that 
suggests the need of drawing upon any quality found in the other, 
according to the rule as stated in ex parte Walker above. 


The District Court extended the terms of Section 103 with the 
aid of after-acquired knowledge. This is a trap that ensnares many 
but the Section specifically requires that “the subject matter as a 
whole would have been obvious at the time of the invention was 
made. (emphasis added) As the opinion observes, the Tillyer pat- 
ent suggests the use of parabolic curves for eyeglasses generally. Ac- 
tually, Tillyer'as an eminent scientist, did not make such a suggestion; 
he pointed out that he was employing well-known expedients, includ- 
ing parabolic curves, to the solution of an eyeglass problem, wholly 
unrelated to cataracts, to his problem. 


The District Court observed: 


“It would seem that a person reasonably skilled in the 
art and working in the field would, as a progressive step 
forward, adapt a parabolic curve to the lenses involved 
in this case.” (JA 9) 


This one sentence containing the words “seem”, “reasonably”, 
“step forward” and “adapt’’, clearly indicates a searching for and an 
expression of’ what ought to be rather than an awareness of what 
the statute requires. Appropriately the District Court quotes for 
support Atlantic Works v. Brady. This decision has been character- 
ized by the writer in THE SUPREME COURT REVIEW above as the 
outstanding expression of dissatisfaction of the Supreme Court with 
the “novelty test” for invention, which holds that mere novelty is 
all that is required to be entitled to a patent. As pointed out, the 
stricter, “non-obvious” test has been definitely established by Gra- 
ham v. John Deere. The “non-obvious” test may be somewhat more 
difficult to apply than the ‘“‘novelty” test but it represents a fairer bal- 
ance of the interests of both the pubiic and inventors. 


However, in the interest of justice, the “non-obvious” test must 
be applied as a principle of law as laid down by statute and confirmed 
by the Supreme Court. Inventors should not be required to speculate 
on the view of a court or an agency as to what the law ought to be. 
The Patent Office guideline set out by First Assistant Commissioner 
Reynolds, that, in combining references, there should be some sugges- 
tion in one of them, of the desirability of doing so, has the benefit of 
long standing respect in the Patent Office. Appellant, as the witness 
in the District Court, explained at some length that apparatus for 
grinding parabolic curves is not available to the large imajority of 
eyeglass producers. Thus the District Court in assuming that a per- 
son reasonably skilled in the art would be led to adapt a parabolic 
curve to a lens such as Courmettes, rejected the evidence presented. 
This evidence, being essentially factual, is not subject to any parti- 
san taint. Likewise, there is the negative evidence that, at least from 
1946, when Courmettes made his invention, no one proposed it. 


Since the Examiners in the Patent Office generally only have ac- 
cess to published literature and have little or no knowledge of the ac- 
tual practice of the arts they examine, the testimony of the appellant 
as to the actual as opposed to the hypothetical state of the practice 


in the art was new evidence. | 


THE SECONDARY TESTS 


While commercial success, as such, tends to be held in limited re- 
pute, copying represents a strong measure of success. In re Shuman, 
361 F.2d 1008. U.S. v. Adams, 383 U.S. 39, reflects the same view. 


Likewise, defendant’s Davis publication (JA 97) is evidence of 
long felt want and failure of others. | 
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ADDITIONAL MATTERS 


The Solicitor suggests that the Univis Lens Company should be 
joined in this case. (JA 2). Actually, another application than the 
present one was sold. The Univis Company, although aware of the 
application upon which this appeal is based, has not expressed a de- 
sire to control the later application. 


The Solicitor has also suggested that, in the unlikely event of 
a reversal of the District Court, this case should be remanded to the 
District Court for consideration of the defense of res judicata. Since 
the decision of the District Court in the case now before this Court, 
the Court of Customs and Patent Appeals has decided the case of 
In Re Herr, 377 F.2d 610. In a concurring opinion beginning at 
page 612 Judge Rich takes the position that the doctrine of res judi- 
cata does notiexist in the prosecution of a patent application on an 
ex parte basis in the Patent Office. He points out that every patent 
application is required by law to be examined. 35 U.S.C. 131. He 
also reviews the cases from one decided by this Court in 1899 down 
to the current date. Judge Smith in another concurring opinion 
starting at page 619 points out the desirability of adding further ob- 
servations since it is expected that the Herr case will materially af- 
fect the administrative proceedings. Appellant’s counsel is of the 
opinion that he can add nothing to the thoroughness of these studies. 
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CONCLUSIONS 


The District Court reached improper conclusions by applying the 
wrong test of patentability and rejected evidence establishing what 
was the degree of skill expected of one ordinarily skilled in the art. 
Apparently the Court was led in this direction by the failure of the 
Patent Office officials to follow the accepted guideline for the com- 
bining of references. The Court failed to recognize that, while the 
Examiners are generally well-grounded in the literature pertaining to 
their art, few of them have any acquaintance with its practice. 


Respectfully submitted, 


KEITH MISEGADES | 


| 
804 Washington Building 
Washington, D.C. 20005 


Attorney for A ppellant 
| 


